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This Appeal Brief is submitted in response to the 21 Oct. 2002 Office Action. 



1 REAL PARTY IN INTEREST 

The real party in interest is the applicant inventor. 



2 RELATED APPEALS AND INTERFERENCES 

25 There are no related appeals nor interferences which will directly affect nor be directly 

affected by nor have a bearing on the Board's decision in this appeal. 



3 STATUS OF CLAIMS 

Claims 1-19 are pending. Claims 4-5 stand objected to. Claims 1-3 and 6-19 stand twice 



rejected. 
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4 STATUS OF AMENDMENTS 

There are no pending claim amendments. 
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5 SUMMARY OF INVENTION 

5.1 The Prior Art 

This invention relates to headhunting on the internet. 

The prior art includes various data bases where job openings can be listed and candidates 
5 can submit resumes. This art includes non-computer art, such as newspaper and radio help- 
wanted classifieds. The prior art also includes computer systems like internet based job-opening 
or resume databases. Examples include Jeffrey C. TAYLOR, United States Letters Patent No. 
5,832,497 (3 Nov. 1998). The computer-based art, however, functions simply as an electronic 
analog of newspaper classified advertising, advertising job openings and accepting resumes. The 

1 0 prior art requires a potential candidate to search for job openings (in the newspaper classifieds, 
for example, or the internet), write a resume , and then submit the resume to a newspaper or 
internet site for st orage in a data base and review. Potential candidates, who do not do this, do 
not show up. Thus, employers never get a chance to consider them. 

This is unfortunate, because the very best candidates often are not constantly seeking 

15 employment, and thus never get considered when a particular job becomes available. These 
candidates will not necessarily search the information posted in the employment classified ads, 
nor the various internet job sites. Further, because these potentially excellent candidates may not 
be actively seeking employment, they may not have a resume. 

The claimed invention solves this problem. Rather than forcing a candidate to actively 

20 seek employment, the claimed invention can actually search for and find potential candidates - 
even candidates who are not actively seeking employment, and do not have a resume. That's 
why Mr. REUNING calls his invention a "candidate chaser" - it chases good talent down, rather 
than waiting for good talent to find it. Thus, in contrast to the prior art, the claimed invention 
dispenses entirely with the requirement for a resume, a resume database, and a user interface 

25 required to ease resume entry into the database. Unlike the prior art, the claimed invention can 
work without these structures at all. 

How the claimed invention does this, is summarized in the Specification at page 5, lines 
2-13. The invention (a) locates Internet web postings that contain operator specified keywords 
{e.g., Boolean search terms); and (b) from those web postings, extracts the e-mail address, so that 
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(c) an e-mail may be sent to the extracted e-mail address, advertising a given specific job 

opening. The claimed system does not require candidates to post resumes. Rather, the claimed 

system can "review[] data contained on Internet web sites, newsgroup postings and other data 

sources that may exist ... on the net." Specification at 5, lines 16-21. 

5 The process is described in the claims. Claim 1 reads: 

1 . A system for locating an individual with specifically defined professional 
qualifications, the system comprising: 

a. a filter that can search a web page to identify in said web page the presence 
or absence of specifically defined professional qualifications, and 
10 b. an e-mail address extractor that can extract an e-mail address from said web 

page. 

Thus, the claimed invention entails two elements - a filter and an e-mail address extractor. 
These elements are put together to make a novel combination. This new combination achieves a 
1 5 result qualitatively different than that achievable using prior art approaches. 

5.2 Conclusion 

The six year prosecution of this case has addressed dozens of patent and non-patent 
references. See REUNING, S.M., U.S. Letters Patent No. 6,381,592 (copy attached). The 
Office has concluded that the most-relevant reference is Jeffrey C. TAYLOR, U.S. Letters Patent 
20 5,832,497. 

The Office reviewed TAYLOR and said that TAYLOR does not teach an e-mail address 
extractor. Reasons for Allowance at 2 (29 June 2001). The Office also reviewed the claim 
language and found it statutory. Based on this, the Office allowed the parent patent application. 

Now, in reviewing this continuation application, the Office seeks to contradict its earlier 
25 factual findings. The 21 October 2002 Office Action rejects the claims over TAYLOR, and 
rejects claim language as vague. 

These rejections should be reversed because they are factually incorrect. Furthermore, 
the rejections must be reversed as a matter of law, because they are illegal. 
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6 ISSUES 

6.1 The Issues Presented 

The issues presented in this case fall into two classes: issues relating Section 1 12, second 

paragraph, and issues relating to TAYLOR. 

5 6.1. J Section 112 Issues 

Whether issuing a parent patent constitutes a finding that the claim terms used are not 

vague under 35 USC 112, second paragraph, when those claim terms are copied into a 

continuation application? 

Whether granting a Petition to Make Special based on "rigidly comparing" the 

10 application claim to an allegedly infringing device, is a concession that the claim is clear enough 

to "rigidly compare" to an allegedly infringing device, and therefore not vague under 35 USC 

1 12, second paragraph 

Whether rejecting a claim over prior art is a concession that the claim is clear enough to 
compare to the prior art, and therefore a concession that the claim is not vague under 35 USC 
15 112, second paragraph? 

Whether a claim can be rejected under Section 1 12, second paragraph where the Office 
Action does not propose any "improved mode of definition" for the disputed claim term? 

Whether the Office Action has pled a prima facie case that the claim terms "advanced 
natural language screening technology" and "as many linking levels as desired" are vague? 

6.1.2 Prior Art Issues 

Whether issuing a Notice of Allowance reciting specific factual reasons for allowance 

precludes the Office from later contesting those facts? 

Whether TAYLOR teaches "a filter that can search a web page to identify in said web 

page the presence or absence of specifically defined professional qualifications"? 

Whether TAYLOR teaches "an e-mail address extractor that can extract an e-mail 

address from said web page"? 

Whether a claim may be rejected based on a reference not of record? 

Whether a claim may be rejected based on unsupported "Official Notice"? 
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6.2 The Reference Relied on by the Examiner 

The Examiner relies on Jeffrey C. TAYLOR, United States Letters Patent No. 5,832,497. 

TAYLOR teaches a "system for posting job advertisements which includes a search mechanism 

and which allows applicants to submit, via on-line access, resumes and apply for the jobs. 55 Id. at 

col. 1, lines 8-11. TAYLOR teaches using two databases: a job-opening database, and a resume 

database: 

The system manages a data base of job postings. Each posting is stored in a job 
record, and the system is capable of searching on a plurality of keys in the job 
record to identify a job suitable to a particular applicant. The system then 
facilitates creation of a resume record and designation of a resume record for an 
accessible resume base or a selected job record. Finally, the system permits query 
of a resume base in order to identify recruitment candidates for job positions. 

Id. at Abstract. TAYLOR is newspaper classified advertising put on-line. TAYLOR requires an 
on-line job opening data base , requires the applicant to review this data base , and requires the 
applicant to submit resume data to a resume database. The claimed invention does not. 

Further, TAYLOR does not teach a filter not an e-mail address extractor. The Office said 

so: 

This invention teaches the combination of comparing text against professional 
qualifications and electronically extracting e-mail addresses when those 
qualifications are met .... Taylor only performs the comparison of text and does 
not suggest any extraction step involving e-mail data. There is no evidence that it 
would have been obvious to modify Taylor to perform extraction of e-mail 
addresses. 

Reasons for Allowance at page 2, ^ 3 (29 June 2001) (copy attached). The Office now 
argues that the Office's own factual finding should be binding on the Applicant, but not binding 
on the Office. This argument is creative, but is not new- the Supreme Court has already 
addressed this issue, and said it is illegal. 
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8 ARGUMENT 

We address the 35 USC 1 12 issues first. Second, we address TAYLOR. 

9 THE 112 SECOND PARAGRAPH REJECTIONS 

Claims 9-12 and 16-19 stand rejected under 35 USC 1 12, second paragraph. The Office 

5 Action argues that the terms "natural language screening" and "as many linking levels as 
desired" are vague. 

These rejections must be reversed, because the Office has already found these terms 
statutory. The rejections should be reversed, because they are factually unsupported. 

9.1 The rejections must be reversed because 
10 the Office has already conceded the 

disputed terms are not vague 
The rejections must be reversed because the Office has already found the disputed terms 

statutory. The immediate application is a continuation of U.S. Letters Patent No. 6,381,592 

(copy enclosed). The 4 592 patent contains the claim term "natural language screening." This 

15 claim term is statutory, because it is recited in issued patent claims. Because this language was 

found statutory in the 4 592 patent, the Office cannot now object to it in the continuation 

application. 

Furthermore, Applicant filed a Petition To Make Special based on infringement. The 
Petition notes that the infringing system "uses advanced natural language screening 

20 technology." Petition To Make Special at 4, line 6-7 (15 Feb. 2000) (copy attached). In 
reviewing the Petition, the Office reviewed "a rigid comparison of the alleged infringing 
device, product or method with the claims of the application'' Decision on Petition To Make 
Special | 2 (22 Mar. 2000) (emphasis added) (copy attached). A "rigid comparison of the 
claims" requires, de jure, that the claims be clear. See, e.g., In re Steele , 305 F.2d 859 (C.C.P.A. 

25 1962) (claims cannot be compared to prior art references based on a speculative claim 
interpretation). Here, because the Office granted the Petition, the Office conceded that the 
claim language is not vague. 
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9.2 The rejections are factually unsupported 

The Office bears the burden of establishing a prima facie case that the disputed terms are 

vague. The Office has not done this. To the contrary, the Office Action explains the clear 

meaning of the disputed terms. In so arguing, the Office Action establishes a prima facie case 

5 that the terms are clear. 

The Office Action says the phrase "as many linking levels as desired" means 

"encompass one level, multiple levels, or no levels at all." Office Action at 2 (12 June 02). 

The Office Action says this "is broad enough to allow for extraction of e-mail from zero 

linking levels." Id. at 3. This is correct. Similarly, the Office says that in natural language 

10 searching, "the keywords are natural language, the iterative search engine performs its query 
processing based on a processing of natural language." Id. at 3. This is correct. The Office 
Action thus establishes a prima facie case that the disputed terms are clear - not vague. 

Furthermore, the uncontroverted factual record in this case shows that the phrase 
"advanced natural language screening technology" is understood in the art. For example, the 

15 web-site for WebHire, Inc. says "It uses advanced natural language screening technology to 
filter out non-relevant information, while uncovering the resumes other research tools miss." See 
Petition To Make Special at page 4, line 6-9 (italics added). This evidence shows the phrase 
is understood in the art. This evidence - the only on-point evidence of record - shows that the 
phrase is understood in the art. 

20 Furthermore, as part of establishing a prima facie case, the Office bears the burden of 

proposing alternative language which would be more clear than the disputed term: 

In cases where a sound rejection on the basis of prior art which discloses the 
"heart" of the invention (as distinguished from prior art which merely meets the 
terms of the claims), secondary rejections on minor technical grounds should 
25 ordinarily not be made. Certain technical rejections (e.g. negative limitations, 

indefiniteness) should not be made where the examiner, recognizing the 
limitations of the English language, is not aware of an improved mode of 
definition. 

30 Manual Patent Exam. Proc. § 707.07(g) (2001). Here, the Office Action does not propose 
any "improved mode of definition." Because the Office has not even suggested an "improved 
mode," the indefiniteness rejection "should not be made." Id. 
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The Office Action itself, and the only evidence of record, show that the claims are 
clear. The Section 112 rejections should thus be withdrawn. 

10 THE REJECTIONS OVER TAYLOR 

Claims 1-3 and 6-19 stand rejected over TAYLOR. These rejections must be withdrawn, 

5 because the Office has already found TAYLOR does not anticipate the claims. These rejections 
should be withdrawn, because they are factually unsupported. 

Claim 1 reads, "A system . . . comprising: a. a filter that can search a web page to identify 
in said web page the presence or absence of specifically defined professional qualifications, and 
b. an e-mail address extractor that can extract an e-mail address from said web page" (emphasis 
10 added). Claim 1 thus requires both a filter and an e-mail address extractor. TAYLOR has 
neither. 

10.1 TAYLOR does not teach a "filter 
that can search a web page" 
Claim 1 requires, "a filter that can search a web page to identify in said web page the 

15 presence or absence of specifically defined professional qualifications." TAYLOR teaches 

identifying professional qualifications. TAYLOR does not, however, do this with "a filter that 

can search a web page." Rather, TAYLOR teaches doing this by having the job applicant submit 

their professional qualifications into a searchable resume database. Taylor explains: 

The resume base (105) is an electronically stored database. The resume base is a 
20 collection of resumes stored in electronically readable memory. The resume 

records will advantageously include fields specifying name, address, telephone 
number, E-mail address and narrative fields. 

Id. at col. 5, lines 30-35. TAYLOR thus requires the job applicant to enter their professional 
25 qualifications in a resume database. TAYLOR thus requires a potential candidate to write a 

resume and then submit the resume for storage in a data base . Potential candidates who do not 

do this, do not show up in the database. 

For any job opening, however, many potentially excellent candidates may not be actively 

seeking employment when the job becomes available. Because these potentially excellent 
30 candidates may not be actively seeking employment, they may not circulate their resumes 
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widely, if at all. Thus, employers never get a chance to consider these candidates. This is 

unfortunate, because the very best candidates often are not currently seeking employment, and 

thus never get considered. 

The claimed invention solves this problem. Rather than forcing a candidate to actively 

5 seek employment, the claimed invention can search for and find potential candidates - even 

candidates who are not actively seeking employment, and do not have a resume prepared at all. 

That's why Mr. REUNING calls his invention a "candidate chaser" - it chases good talent down, 

finding good talent by searching the web, rather than waiting for good talent to find it. The 

claimed invention can do this because it has "a filter that can search a web page to identify in 

10 said web page the presence or absence of specifically defined professional qualifications." Thus, 

the claimed invention dispenses entirely with the requirement for a written resume , a resume data 

structure , and a user interface required to ease resume uploading into the database. Unlike 

TAYLOR, the claimed invention can work without these structures at all. 

The Office Action alleges that in TAYLOR "the iterative search engine (106) locates a 

15 web page." Office Action at 3, line 8(12 June 2002). This is baseless speculation. 

TAYLOR teaches an iterative search engine (element 106). The search engine (106) 

handles queries to the resume and job-opening database. TAYLOR explains: 

The system will also include an iterative search engine 106 which handles queries 
to the resume and job data base, . . . The resume management / job management 
20 module 104 and the iterative search engine 106 may be implemented through 

commercially available database management systems. 

TAYLOR at col. 4, lines 6-14 (italics added). Element 106 searches a database. Element 106 
does not search web pages. Nothing in TAYLOR says it does. Therefore, element 106 is not "a 
25 filter that can search a web page to identify in said web page the presence or absence of 
specifically defined professional qualifications." Because TAYLOR does not teach this, 
TAYLOR cannot anticipate the claims. 
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10.2 TAYLOR does not teach an 
"e-mail address extractor" 
Taylor teaches obtaining e-mail address by having job applicants enter them into the 

resume data base. Taylor explains: 

5 The resume base (105) is an electronically stored database. The resume base is a 

collection of resumes stored in electronically readable memory. The resume 
records will advantageously include fields specifying name, address, telephone 
number, E-mail address and narrative fields. 

10 Id. at col. 5, lines 30-35. TAYLOR thus requires the job applicant to enter their E-mail address 
(together with their name, address and telephone number) in a resume base. Potential candidates 
who do not do this, do not show up in the TAYLOR resume base. This is why the Office 
conceded that TAYLOR does not teach extraction of e-mail addresses from web content (nor 
anywhere else): 

15 This invention teaches the combination of comparing text against professional 

qualifications and electronically extracting e-mail addresses when those 
qualifications are met .... Taylor only performs the comparison of text and does 
not suggest any extraction step involving e-mail data. There is no evidence that it 
would have been obvious to modify Taylor to perform extraction of e-mail 

20 addresses. 

Reasons for Allowance at page 2, f 3 (29 June 2001) (copy enclosed). 

Now, however, the Office seeks to reverse position. This is illegal, because the Office is 
bound by its own prior decision. In re Lundberg and Zuschlag , 126 USPQ 412, 414 (CCPA 
25 1960) (copy attached) ("patentability over the prior art is not reconsidered as a virgin problem. 
On the contrary, the prior decision stands, right or wrong, for all disputed issues there decided."). 

10.2.1 Collateral Estoppel 

Collateral estoppel 1 arises when an issue of fact is litigated to a final judgment, and that 

fact is essential to the final judgment. Collateral estoppel applies to Patent Office proceedings. 

30 The Supreme Court says so: 

While the rules that govern the finality and conclusiveness of adjudications at the 
common law do not apply, in the strict sense, to administrative or quasi-judicial 



1 Collateral estoppel, also called "issue preclusion," is a species of "res judicata. 



10 



Stephen Michael REUNING, Candidate Chaser 

Serial No. 09/897,826 
Examiner Samuel G. RIMELL, Esq., Group Art 2175 



action in the Executive Departments of Government, yet in administrative action, 
as well as in judicial proceeding, it is both expedient and necessary that there 
should be an end of controversy. Sometimes, the element of finality is inherent in 
the nature of the action taken; as, for example, when letters patent have been 
5 granted, they may not be recalled, and the rights of the parties holding them again 

investigated. Where rights have become vested as a result of legitimate executive 
action, such action is necessarily final, and it is not competent thereafter for 
executive action to divest them, either by way of a review of the proceedings or 
by any new proceedings instituted with that view. Especially is this principle 
10 applicable to the proceedings of the Patent Office, which are so nearly akin to 

judicial proceedings as to be most appropriately designated as quasi-judicial. 

Overland Motor Co. v. Packard Motor Co. . 274 U.S. 417, 421 (1927) (emphasis added); accord, 
Texas Instr. v. Cypress Semiconductor Corp ., 90 F.3d 1558, 1568 (Fed. Cir. 1996). Collateral 
15 estoppel prohibits the Office from re-litigating factual issues which have already been decided. 
Collateral estoppel is thus "an absolute bar to relitigation, not only of those matters actually 
litigated in the prior suit, but also any other matter which might have been acted upon in the prior 
suit." Schwartz, S.D., Res Judicata As Applied in Patent Office Prosecution, 159 J. Pat. Off. 
SOC.637, 638(1967). 

20 Here, the Patent Office has already found that TAYLOR "does not suggest any extraction 

step involving e-mail data." Reasons for Allowance at 2 (29 June 2001). That factual 
finding is essential to the final judgment (the decision to grant the '592 patent). Thus, there is an 
absolute bar prohibiting the Office from contesting its own earlier finding. Schwartz, ibid. 

This result is good policy. Forcing Applicant to repeatedly litigate the same factual issue 

25 is a "misallocation of resources." Blonder-Tongue. Inc. v. Univ. of Illinois Foundation , 169 
USPQ 513, 519 (U.S. 1971). Permitting the Office to repeatedly dispute the same issue "reflects 
either the aura of [a] gaming table or Mack of discipline and of disinterestedness' on the part of 
the [Patent Office]." Id. (noting that collateral estoppel is for "the prevention of harassment" of a 
party). Here, the spurious rejections raised in the five Office Actions in this case since its 

30 original filing, waste resources and even evince "lack of disinterestedness" or even "harassment" 
by the Office. The Board should not let the patent examination process degenerate into a 
"gaming table" of unfounded rejections. 
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10.2.2 Claims cannot be rejected over a 
reference not of record 

The rejection must be withdrawn as a matter of law because the rejection relies on a 
reference not of record. 

TAYLOR was filed 10 August 1995. TAYLOR says, "A system according to the 
invention has been made accessible through the world wide web." Id. at col. 6, lines 58-60. 

The quoted sentence does not mention the word "e-mail," let alone "extraction." 

Nonetheless, the Office Action asserts that this sentence discloses e-mail address extraction. 

The Office Action argues that in the website referred to, "e-mail addresses are presented as 

hyperlinks. Clicking on such a hyperlink pops up an e-mail system which extracts the e-mail 

address and creates an email to be sent to the e-mail address spelled out by the hyperlink. This e- 

mail system thus serves as an e-mail extractor." Office Action at 3 (21 Oct. 2002). The 

Office Action elaborates, 

Taylor's existing e-mail system reads as the extractor. Examiner is not stating 
that this feature is an obvious modification, but rather, that it is anticipated by 
Taylor. This feature derives from the incorporation by reference of the 
Monster.com website (col. 6, lines 58-60), in which e-mail addresses are 
presented to the user in the form of hyperlinks. When the user clicks on the 
hyperlinked address, the e-mail address is extracted and used to set up an e-mail 
with the user's own e-mail system. Thus, the user's e-mail system effectively 
functions as an e-mail extractor when the user is accessing the Monster.com 
website. 

Id. at 6. Thus, the Office Action alleges that in the 1995 Monster.com website: (i) "e-mail 
addresses are presented to the user," (ii) "e-mail addresses are presented in the form of 
hyperlinks," (iii) "when the user clicks on the hyperlinked address, the e-mail address is 
extracted," (iv) "when the user clicks on the hyperlinked address, the e-mail address is used to 
set up an e-mail with the user's own e-mail system," and (v) "the user's e-mail system 
effectively functions as an e-mail extractor when the user is accessing the Monster.com website." 
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These factual allegations are unsupported, because the 1995 website is not of record. 2 
The Office has not only refused to make it of record, the Office refuses to even provide a copy to 
the Applicant for review. Office speculation on what a website did or did not do in 1995 is 
speculation. This is reversible error. 
5 The Office Action claims that the 1995 website need not be made of record, nor 

provided to the Applicant, because the 1995 website is "incorporated by reference" into 
TAYLOR. It is not. TAYLOR (at col. 6, lines 58-60) says the website is "A system according 
to the invention." TAYLOR thus says the website is the invention disclosed and claimed in the 
TAYLOR patent. For the TAYLOR patent, this is not "nonessential" subject matter (such as the 

10 background or the state of the prior art) eligible for incorporation by reference. Manual 
Patent Exam. Proc. § 608.01(p)(I)(A) (2001). Rather, the web site is "essential" subject 
matter. Id. Essential subject matter cannot be "incorporated by reference" into the TAYLOR 
patent from a non-patent publication such as a website. Manual Patent Exam. Proc. § 
608.0 l(p)(I)(A) (2001). Thus, the 1995 website is not be "incorporated by reference" into 

15 TAYLOR. Id. 

Rather, the exact opposite is true. Because TAYLOR is a U.S. patent, and is used to 
reject the claims under § 102(e), "the disclosure relied on in the rejection must be present in the 
issued patent." Manual Patent Exam. Proc. § 2136.02 (2001). For example, "portions of the 
patent application which were cancelled" and "subject matter which is disclosed in the parent 
20 application but not included in the [relied-on] continuation-in-part," cannot be used to support a 
§ 102(e) rejection. Ex parte Stalego , 154 USPQ 52 (B.P.A.I. 1966); In re Lund , 376 F.2d 982 
(C.C.P.A. 1967). Here, the disclosure relied on - a website from 1995 - is not disclosure present 
in the issued patent. The examiner's rationale is reversible error. 



2 These factual allegations are also incorrect. TAYLOR teaches the e-mail addresses should be entered into the 
resume database by the job applicant, rather than extracted from web pages by an e-mail address extractor. Thus, 
allegations iii and v are directly contradicted by TAYLOR. 
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10.3 Claims cannot be rejected on "Official Notice" 

The Office Action says that TAYLOR cannot anticipate claims 2 and 3 because 

TAYLOR does not teach "relevancy scoring." 

The Office Action, however, takes official notice that (i) "relevancy scoring for search 

5 results is very well known in the art of database searching," (ii) "It would have been obvious to 

one of ordinary skill in the art to modify Taylor to include relevancy scoring of results," and (iii) 

"relevancy scoring of results to reduce the need to review a large number of hits [] is very well 

known in the art." Office Action at 4 (21 Oct. 2002). These three factual assertions are illegal. 

Factual assertion (ii) is illegal because a suggestion to combine cannot be based on a 

10 judicially-noticed fact. Ex parte Grochowskl No. 95-1343 at 5 (B.P.A.I. June 27, 1995). 
Factual assertions (i) and (iii) are illegal because judicial notice cannot be used to establish what 
is "very well known in the art." In re Eynde , 178 USPQ 470, 474 (C.C.P.A. 1973) ("The facts 
concerning the state of the art are normally subject to the possibility of rational disagreement 
among reasonable men and are not amenable to the taking of [judicial] notice. If evidence of 

1 5 the knowledge possessed by those skilled in the art is to be properly considered, it must be timely 
injected into the proceedings"). Allegations concerning specific "knowledge" of the prior art 
should be supported, and noticed facts "should not comprise the principle evidence upon which 
rejection is based." In re Ahlert 165 USPQ 418, 420 (C.C.P.A. 1970). 

Relying on judicial notice of what a skilled artisan would envision is reversible error. Ex 

20 parte Nouel 158 USPQ 237 (B.P.A.I. 1967). Even the Office Action concedes that Official 
Notice may be used only for facts "which are capable of instant and unquestionable 
demonstration as being well known in the art." Office Action at 6 (21 Oct. 2002) (emphasis 
added). Applicant has asked the Office to provide an Affidavit of References demonstrating 
such "instant and unquestionable" facts. Reply at 6 (23 July 2002). The Office has refused to 

25 respond. 

Because the Office has refused to produce an Affidavit of References, the factual 
assertions must be withdrawn and the rejections relying on them withdrawn. 
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11 SUMMARY 

The Issues Presented in this case should be resolved as follows: 

1) Issuing a patent constitutes a finding by the Office that the claim terms there used are 
statutory, if copied into a continuation application. 
5 2) Reviewing a Petition to Make Special based on "rigidly comparing" claims to an 

allegedly infringing device, is a finding that the claims are clear enough to be statutory. 

3) Rejecting a claim over prior art is a concession that the claim is clear enough to compare 
to the prior art, and therefore is a finding that the claim is clear enough to be statutory. 

4) Where the Office Action does not propose any "improved mode of definition" for the 
10 disputed claim term, a claim cannot be rejected under Section 1 12, second paragraph. 

5) The Office Action in this case (i) has not established a prima facie case that the claim 
terms "advanced natural language screening technology" and "as many linking levels as 
desired" are vague; and (ii) has established a prima facie case that the claim terms 
"advanced natural language screening technology" and "as many linking levels as 

1 5 desired" are statutory. 

6) Issuing a Notice of Allowance reciting specific factual findings precludes the Office 
from later contesting those facts. 

7) TAYLOR does not teach "a filter that can search a web page to identify in said web page 
the presence or absence of specifically defined professional qualifications." TAYLOR 

20 does not teach "an e-mail address extractor that can extract an e-mail address from said 

web page." TAYLOR does not incorporate by reference the disclosure of the 1995 
monster.com website. 

8) A claim may not be rejected based on a reference not of record. The disclosure of the 
1995 monster.com website is not of record. 

25 9) A claim may not be rejected based on unsupported Official Notice, where the Applicant 

demands an Affidavit of References. 
All pending rejections must therefore be withdrawn. 
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Applicant notes this application was filed in 1996. Since that time, the prosecution has 
entailed perhaps half a dozen Office Actions, reviewing several dozen patent and non-patent 
references. This case will not benefit from further examination nor other Office delay. 

Please find enclosed (i) a Notice of Appeal; (ii) two additional copies of this Appeal 
5 Brief; and (iii) a Fee Transmittal Form with the appropriate fees. 
Respectfully submitted, 



Mark POHL, Reg. No. 35,325 
1 November 2002 

Pharmaceutical Patent Attorneys LLC 
15 Pohl& Assoc. 

55 Madison Avenue, 4th floor 
Attention : Mark POHL (P 4014) 
Morristown, NJ 07960-6397 USA 

20 Direct: MarkPohl@LicensingLaw.Net 
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CLAIMS 

I claim: 

1. A system for locating an individual with specifically defined 
professional qualifications/ the system comprising: 

a. a filter that can search a web page to identify in said web 
page the presence or absence of specifically defined professional 
qualifications, and 

b. an e-mail address extractor that can extract an e-mail address 
from said web page. 

2. The system of claim 1, wherein said filter can sort a plurality of 
web pages and calculate a score for each said web page. 

3. The system of claim 2, further comprising: 

c. means for sending an e-mail to said extracted e-mail address. 

4. The system of claim 3, wherein said filter generates a score for said 
web page, and wherein said means for sending e-mail automatically sends an 
e-mail to said extracted e-mail address if said score for said web page 
satisfies a predetermined threshold value. 

5. The system of claim 4, wherein said e-mail comprises data on a job 
opportunity. 

6. A method for locating an individual with a specifically defined 
professional qualification, the method comprising: 

a. locating a web page which contains text identifying said 
professional qualification; 

b. for web pages containing said text identifying said 
professional qualification, extracting from said web page an e-mail 
address . 
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7. The method of claim 6, further comprising: 

c. sending an e-mail to said extracted e-mail address. 

8. The method of claim 7, wherein said e-mail comprises data on a job 
opportunity. 

9. The method of claim 8, wherein said e-mail address ' extracting further 
comprises extracting e-mail addresses from linked web pages, to as many 
linking levels as desired. 

10. The method of claim 9, wherein said text identifying said 
professional qualification comprises a keyword or Boolean combination of 
keywords . 

11. The method of claim 10, further comprising screening said web pages 
using advanced natural language screening technology. 

12. The method of claim 11, wherein said advanced natural language 
screening technology comprises rules to identify resumes. 

13. A system for locating an individual with a specifically defined 
professional qualification, the system comprising: 

a. a web page locator which can locate a web page containing text 
identifying said professional qualification; 

b. an e-mail address extractor. 

14. The system of claim 13, further comprising: 

c. means for sending an e-mail to an extracted e-mail address. 

15. The system of claim 14, wherein said e-mail comprises data on a job 
opportunity. 

16. The system of claim 15, wherein said e-mail address extractor can 
extract e-mail addresses from linked web pages, to as many linking levels 
as desired. 
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17. The system of claim 16, wherein said text identifying said 
professional qualification comprises a keyword or Boolean combination of 
keywords . 

18. The method of claim 17, further comprising screening said web pages 
using advanced natural language screening technology. 

19. The method of claim 18 , wherein said advanced natural language 
screening technology comprises rules to identify resumes. 
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ABSTRACT 



A computer implemented system, is provided iniorder to 
manage the exchange of information through two databases. 
The system is particularly useful for an employment recruit- 
ment environment or other environments which require an 
exchange between individuals in two or more categories 
such as job applicants and employers. According to the 
preferred configuration, the system manages a database of 
job postings. Each posting is stored in a job record, and the 
system is capable of searching on a plurality of keys in the 
job record to identify a job record suitable to a particular 
applicant. The system then facilitates creation of a resume 
record and designation of the resume record for an acces- 
sible resume base or a selected job record. Finally, the 
system permits query of a resume base in order to identify 
recruitment candidates for job positions. ! 



10 Claims, 1 Drawing Sheet 
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ELECTRONIC AUTOMATED INFORMATION 
EXCHANGE AND MANAGEMENT SYSTEM 

BACKGROUND OF THE INVENTION 

1, Field of the Invention 

The invention relates to a computer implemented system 
for advertising and accepting submissions in response to 
such advertisements. More particularly, the invention relates 
to a system tor posting job advertisements which includes a 
search mechanism and which allows applicants to submit, 
via on-line access, resumes and apply for the jobs. The 
system may advantageously be accessible within a network, 
such as a local area network, a wide area network, or the 
Internet, in order to permit on-line access to a jobs database 
through a search engine; and to manage the application for 
such jobs and submission of resumes, application letters and 
other relevant information. 

2, Description of the Related Technology 

The Internet is a worldwide system of connected com- 
puter networks. The Internet enables computers of all kinds 
to share services and to communicate directly, as if they 
were part of one giant seamless global computing machine. 
The Internet is currently configured to join together large 
commercial communications services as well as thousands 
of university, government and corporate computer networks 
and other computers. Communications over the Internet is 
accomplished by denned communication protocols. The 
World Wide Web is a subset of the Internet which uses a file 
transfer program ("Fi t*") protocol to permit communication : 
between sites. Such communication may be interactive and 
is referred to as on-iine. 

There are currently on-line classified advertisement sys- 
tems which arc accessible through the World Wide Web. For 
example, the San Jose Mercury News places classified ' 
advertisements in electronic format on a computer system 
accessible over the World Wide Web. There have been 
numerous bulletin board web sites which post job informa- 
tion. These web sites generally post a description of a 
position and request a response either via an electronic mail 1 
address or a postal address. Heretofore, there has not been 
available a comprehensive system for managing classified 
advertisements with an effective search engine; a secured 
resume management facility; accessible resume database; 
and a targeted resume submission system. 4 

SUMMARY OF THE INVENTION 

It is an object of invention to provide a computer imple- 
mented system for posting and searching through job adver- 5 
tisements. It is a further object of the invention to provide an 
on-line resume management system. It is a further object of 
the invention to provide an on-line resume submission 
system. It is a further object of the invention to provide a 
computer implemented system to assist in human resources 5 
functions. It is a further object of the invention to provide a 
computer implemented system which links background 
information, in electronically readable memory, concerning 
advertisers to an electronic advertisement also stored in 
memory. It is a further object of the invention to provide an <j 
iterative job search engine. It is a further object of the 
invention to provide an on-line system for collecting resume 
information and job application information. It is a further 
object of the invention to provide an on-line job and resume 
search engine. 6 

The invention may be implemented in a computer system 
whose actions are directed by a computer program config- 



ured as a multiple database information exchange: manage- 
ment syslem. The system includes a first database stored in 
electronically readable memory (resume base) and.a second 
database store in electronically readable memory (job base). 

5 The system also includes a communication port suitable for 
transmitting and receiving data and instructions iojthe form 
of electrical signals, to and from remote computers and a 
database manager for creating and revising records of the 
first and second databases. The system may aJso include an 

0 iterative database query engine connected to the 'memory 
and a process controller connected to the database manager, 
the iterative data base query engine and the communication 
port. An accounting system may also be provided.; The job 
base records may contain a plurality of search key fields. The 

5 iterative database query engine may include means for 
searching on a plurality of search key fields of a database for 
satisfaction of one or more conditions and means for report- 
ing all variables in said search key fields of records which 
satisfy the search conditions. The search key fields may 

0 restrict the possible entries to a predetermined set of entries. 
The system may also include means for relating a record of 
the first database to a record of the second database by 
staring job record identification in a relation field of a 
resume record. Alternatively, the relation may be; aceom- 

5 plished by storing a resume record identification in a relation 
field of a job record or creating an entry in a relation table, 
siored in electronically readable memory, wherein the rela- 
tion entry includes identification of a resume record and a 
job record. 

) Traditional media such as newspaper and trade journal 
advertisements do not supply the tools necessary for recruit- 
ing qualified candidates in the increasingly competitive 
environment driven by the technological advances of the last 
two decades. The Internet provides a new media that is 

1 accessible by individuals in a manner which permits rapid 
response and easy interaction. A system according to the 
invention will operate to lead a candidate through certain 
steps and parameters to a qualified job . search by location, 
company, discipline, industry, and job titles. According to 

1 the invention, jobs may be identified by a string of param- 
eters which may be used to effectively allow 'iterative 
searching and identification of suitable jobs ;even in 
extremely large job databases. According to the invention, 
the job base includes parameters which permit a search 

1 engine to select parameter choices. Establishing certain 
parameters such as job discipline or job location! permits 
narrowing an extremely large database to a more manage- 
able size. Once a job opening is selected, a searcher may 
submit an on-line application by submitting a p restored 

1 resume, revising a prcstored resume, or creating a new 
resume on-line. 

BRIEF DESCRIPTION OF THE DRAWINGS 
FIG. 1 shows a schematic of the syslem. 

DETAILED DESCRIPTION OF THE 
PREFERRED EMBODIMENT 

FIG. 1 shows a schematic of the system according to the 
invention. It is to be understood that the system can be 
implemented using general purpose computer hardware as a 
network site. The general purpose hardware may advanta- 
geously be in the form of a Unix workstation or other 
suitable computer. The hardware will be configured and 
customized by various software modules. Hie software 
modules will include communications software of the type 
conventionally used for Internet communications and a 
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database management system. Any number of commercially 
available database management systems may be utilized to 
implement the invention. Those of ordinary skill in the art of 
database management application programming will be able 
to make and use the invention according to the disclosure 5 
hereof. 

According to the invention, a process control unit 101 will 
manage the flow of information through the system. A 
communication part 102 is provided to allow access to the 
system through communications with other computers con- 10 
nected to the network. According to the preferred 
embodiment, the network may include access over the 
Internet to any number of external computer systems or 
access through local or wide area network to other con- 
nected computers either directly or through modems. The is 
system will include database memory 103 provided to store 
the job base. The job base may be in the form of a data file 
comprised of a plurality of records, each record correspond- 
ing to a posted job. Each record will include a number of 
predefined fields containing seaiclr 
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Ihe job disciplines can be established so that each job can 
be cross-referenced to and identified by one or more disci- 
plines with a reasonable degree of specificity. An example of 
job disciplines for the biotechnology and pharmaceutical 
fields may include: chemistry; clinical research; environ- 
mental science; management; manufacturing; quality; regu- 
latory affairs; research associates; research scientists; and 
systems networks. Each application parameter field may be 
organized by geographical location with any desired amount 
of specificity. For a nationwide job indexing system, it may 
be convenient to specify location by region or stale. For 
local applications, it may be more appropriate to specify 
location by county, city/town or neighborhood. 

If a relational database management system is utilized, it 
would be advantageous to relate the company field of the job 
base to a company database file which will include relevant 
information, statistics and descriptions of companies posting 
jobs. 

Finally, the job base records will include some security or 
password fields which will specify who may have access to 
the job records for the purpose of posting, revising, 
maintaining, and deleting job records. 



to a resume pool accessible to subscribing employer-users or 
submission to specified employers as a job application. The 
system also includes a resume management/job j manage- 
ment module 104 which manages the creation, revision, and 
maintenance of resume records contained in the resume base 
and job records contained in the job base. The system will 
also include an iterative search engin e 106 which handles 
queries to the resume base and job base. The operational 
features of the iterative search engine are described below. 
The resume management/job management module 1 104 and 
the iterative search engine 106 may be implemented through 
commercially available database management 'systems. 
Other conventional search and query capabilities may also 
be used to search the database;;. 

A user establishing access to the system according to the 
invention though the communication port will be presented 
with a variety of menus. According to the preferred 
eni bodiment, communication may be effected through hyp er 
Text markup language ("html") pages . ; 

It is contemplated that users accessing the system by 
computer communicatioDS will be either "employers" or 
"applicants." Any user who is not an employer-user will be 
treated as an applicant -user. Employer-users are those users 
who are authorized to post jobs to the job base or retrieve 
contact information from the resume pool. 
— An authorized employer-user may select a job base main- 
tenance option at the main menu. Employer-users may be 
granted "write access" to the job base through some iden- 
30 tification or verification protocol. A password system or 
source terminal identification number may be utilized to 
verify authority for "write access." ' 

Once an authorized employer-user elects to access job 
posting maintenance, he may have an option of inputting a 
35 new posting by creating a new job record in the job base, 
accessing a current posting (job record), or retrieving appli- 
cations (resume records). When creating a new job record, 
an employer-user may be presented with a form to;be filled 
out on-line, or the employer-user may upload a prepared job 
40 record to the job base. When creating a new job record 
on-line, an employer-user may respond to prompts to fill the 
job record fields. Tlje. employe Miser may enter narrative for 
a jo b description and informa tion for the search parameters. 
Any search parameter rield whicn Has a restriction on 
45 available entries may be presented in the form of a menu. If 
the number of available entries exceeds a predetermined 
amount, the entries may be presented in a scroll bar window. 
The entries may be selected by the user, for example, by 
using a mouse pointer to click on appropriate entries. For 
so example, the discipline field will be. limited to : certain 
predetermined disciplines. The employer-user posting a job 
may be required to select a discipline only from a predeter- 
mined list appearing in a menu. 

When an authorized employer-user elects to access cur- 
55 rent job postings, a query may be utilized in ord er io locate 
an individual or group of job records . The system 'will verity 
that the user has "write access* or authority to modify the 
job records. The job records may be presented as a form 
displayed to the user and the user may modify the fields as 
60 deemed appropriate. Alternatively, an employer-user may 
elect to delete any job record, provided he has appropriate 
authority. ! 

An authorized user may also be presented with ah option 
of retrieving applications (resume records) for the jobs it has 



The system may also include memory which stores a 65 posted on the system, i.e., corresponding to its job records, 
resume base 105. The resume base will be a database file Bv_ selecting the option to reir f eve application* (resume 
which will be formulated by applicant-users for submission records), the process control module 101 will instruct the 



5,832,497 



20 



25 



resume management/job management module 104 [o 
retrieve ail resume records which designate specified jorj 
r ecords from the resume base 10 5. The mechanism for 
creating a resume record designated as an application for a 
particular job will be described below. 

As an alternative to requiring on-line access lo resume 
records lagged as applications for jobs, the system may be 
configured to periodically query the resume base for resume 
records which are related to job records and, therefore, 
constitute applications for specific job postings. The resume 
recor ds thus returned may be sent by E-mail, facsimile or" 
otherwise u> me appro priate employer-user. Alternatively, 
the system may Be configured to forward the resume record 
any time an applicant-user applying for a predetermined job 
is placed in the resume base. 

As discussed above, when accessing the system a user is 
presented with an options menu. The options menu will also 
include the option of submitting a resume lo the resume base 
(creating or modifying a resume record), searching the job 
base, or searching the resume base in addition to the option 
of creating or modifying a job record (maintaining the job 
base). As with the option of maintaining the job base, the 
option of searching the resume base may be restricted to 
authorized users who subscribe to that portion of the service. 
When a user selects the option of creating a resume or 
creating a job posting, the process control unit 101 submits 
commands to the resume management/job management 
module 104 which, in turn, passes information for the fields 
of the specified base from the user's computer through the 
communication port into the selected database record. The 
resume base 105 is an electronically stored database. Hie^ 
r esume base is a collection of resume reco rds stor ed in 
electronically readable memory . The resume records will' 
advjniageojJsl y_ inclu d e betas specitying n ame, address, 
telephone number, H-matl address and na rrative"^ Ids con- 
taimngclet,cuplive iufuimalion in me torm or a coy ejjetter, 
a description ot Key sKifls, and idenlilication or' a' predeter- 
mined number of current and previous positions, a specifi- 
cation of term of employment at current and previous 
positions, and a description of educational background. The 
fields in a resume record may be p opulate d through. usejjL 
a^orm presented to th causer. The resume record may also d( J 
Include fields tor a user password and a field that is used to 
designate the record as a submission to an accessible resume 
pool or a specified job. If the field designates a specified job, 
it may include a job record identification. The user-applicant 
will be presented the option of maintaining the resume on 45 
the system without submission; submission of the resume to 
a resume pool accessible to subscribing employers; or 
submission of the resume as an application to any posted job 
listing. In the event the resume is submitted to an accessible 
pool, a mechanism may be provided to prevent access to the 50 
resume by specified parties in order to protect an applicant - 
user from having a current employer, who is also an 
employer-user, learn that the applicant-user is seeking a new 
position. Access may be restricted by including a field in the 
resume record identifying companies which will not be 55 
granted access to the resume record even though they may 
have access to the resume pool or by a fuzzy logic inquiry 
into the current employer field when any subscribing 
employer queries the resume pool. A resume record may be 
"submitted" as a job application by relating the resume so 
record to a job record by placing a job record identification 
into an appropriate field in the resume record. 

It is 10 be understood that the system is not limited to 
ubiug the physical file, record and field structures described 
herein and other physical structures which are logically 65 
equivalent will be equivalent for the purpose of this inven- 
tion. 
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The iterative search engine 106 will be invoked-when an 
applicant-user selects the job search option from the opening 
menu or when an employer-user selects the resume search 
option to search the resume pool. When the iterative search 
engine is invoked to search the job base, & number; of scroll 
bar type menus may be presented to a user. The scroll bar 
menus can correspond to the various search parameters and 
fields of a job record. The menu presents predetermined 
options corresponding to the available entries for the various 
fields. The user then selects query entries from the options 
presented. According to an advantageous feature, fields 
which are not limited to predetermined entries may be 
queried using a key word or literal string inquiry. The query 
will return an indication of the number of records which 
satisfy the query. \f a plurality of records arc identified, 
additional iterations of the search may be executed. Each of 
the scroll bar menus are represented. However, on 
re-presentment, rather than displaying the entire universe of 
available entries for each field only the entries which cor- 
respond to entries of records selected in the previous itera- 
tion are displayed. The user can then further nafrow the 
selections and submit additional iterative inquiries. When 
the query narrows selected records lo the satisfaction of the 
user, the user may request display of predetermined; portions 
of the selected record(s). The user is then presented! with the 
option of submitting a previously established resume record 
as an application; modifying a previously established 
resume record as an application; or formulating a new 
resume record as an application. The resume record may 
advantageously be designated as an application for a 
selected job by marking a job field with a job identification 
number corresponding to a record in the job base. As 
discussed above, the resume record so designated; may be 
transmitted or made available to the job advertiser: 

If an employer-user selects the resume pool option, the 
system may invoke the iterative search engine to query 
resume records designated for the resume pool. The resume 
pool may be a subset of records in the resume base. They 
may be so designated by the presence of special characters 
in a job -identification field. The system may impose a 
restriction on records which are returned to an employer- 
user to ensure that any resume created by an applicant- user 
who is an employee of the employer-user will not be made 
available to that employer-user. According to the preferred 
embodiment, the information returned to the employer-user 
during a resume pool query will not include contact infor- 
mation. The system may invoke an accounting subsystem 
107 when an employer-user requests contact information. 
According to this feature, employer-users may be charged 
for access to contact information on applicant-users. The 
charge may be imposed as a basic subscription charge which 
will entitle an employer-user to a predetermined number of 
resume pool applicant-user contact identifications. A prede- 
termined charge may be imposed for each request above and 
beyond the basic subscription level. Various other schemes 
may be utilized to charge employer-users or restrict access 
to contact information fields. 

A system according lo the invention has been made 
accessible through the World Wide Web with a lURL of 
http://WWW.monster.com/1iome.html. 

The system has been described with reference to a pre- 
ferred embodiment particularly suited for advertising jobs; 
managing the submission of applications for the jobs; and 
managing a resume and job database. It is to be understood 
that the system according to the invention is suitable for 
other applications including the management of other types 
of advertisements such as for merchandise, housing, or any 
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open request for response. Other open requests for response 
may include advertisement for the sale of fungible and 
nonfungible commodities, services or grants which require 
an interested party to submit information. The submitted 
information may be in the form of transaction information s 
such as in the case of an advertisement for merchandise, 
identification of purchaser, identificatiou of where the mer- 
chandise Ls to be shipped, and transaction information such 
as digital signatures, credit card information and the like. In 
the case of a system to manage the application for grants, the io 
system may manage grant applications rather than resumes 
as described in accordance with the preferred embodiment. 

While the invention has been described and shown in 
connection with the preferred embodiment, it is to be 
understood that modifications may be made without depart- i ~ 
ing from the spirit thereof. The embodiment described is by 
way of example and should not be construed as limiting of 
the claims except where referenced to the specification is 
required for such construction. The claims below is set forth 
to define the scope of protection sought by this application. 20 

I claim: 

I. A computer system whose actions are directed by a 
computer program configured as a multiple database infor- 
mation exchange management system configured for net- 
work operations, comprising: 25 

a first database of personal information stored in elec- 
tronically readable memory; 

a second database of position information stored in elec- 
tronically readable memory; ^ 

a communication port suitable for transmitting and receiv- 
ing data and instructions in the form of electrical 
signals, to and from remote computers; 

a database manager for creating and revising records of 
said first database and said second database connected 35 
to said electronically readable memory respoasive to a 
plurality of said remote computers; 

an iterative database query engine connected to said 
memory, said engine configured to permit an initial 
search and at least one subsequent search where said iC 
subsequent search operates on the results of said first 
s-rarch and any previous search; and 
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a process controller connected to said database manager, 
said iterative data base query engine and said commu- 
nication port; 

wherein said second database is a job database containing 
a plurality of job records, each containing a plurality of 
search key fields. 

2. A system according to claim I, further comprising an 
accounting system connected to said process controller. 

3. A system according to claim 1, wherein said first 
database is a resume database and comprises a plurality of 
records containing information suitable for employment 
applications. 

4. A system according to claim 1, wherein said iterative 
database query engine includes: 

means for searching on a plurality of search key fields of 
a database for satisfaction of one or more conditions; 

means for reporting all variables in said search key fields 
of records which satisfy said one or mord of said 
conditions. \ 

5. A system according to claim 4, wherein said search key 
fields include at least a geographical key and a discipline 
key. | 

6. A system according to claim 5, further comprising 
means to restrict entries in at least one of said search key 
fields to a predetermined set of entries. 

7. A computer system according to claim li further 
comprising means for relating a record of said first 'database 
to a record of said second database. 

8. A computer system according to claim 7, wherein said 
means for relating comprises means for storing an identifi- 
cation of a record in said second database in a relation field 
of a record of said first database. \ 

9. A computer system according to claim 7, wheiein said 
means for relating comprises means for storing art identifi- 
cation of a record in said first database in a relation field of 
a record in said second database. 

LO. A computer system according to claim 7, wherein said 
means for relating comprise means for creating an; entry in 
a relation table stored in electronically readable memory, 
wherein said relation entry includes identification of a record 
in said first database and identification of a record in said 
second database. 
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PETITION TO MAKE SPECIAL UNDER Rule 1.102(d) 

Applicant respectfully requests that examination 



20 of this application be made special, because of suspected 
actual infringement of the claimed invention. 

STATEMENT OF FACTS 

I. THERE IS AN INFRINGING DEVICE 
25 OR PRODUCT ACTUALLY ON THE 

MARKET OR METHOD IN USE . 

1* Since the record filing date of the application, 

the Inventor has disclosed his invention on the internet. 

30 This invention is disclosed at www.candidatechaser.com. 

This disclosure is publicly available. 

2 On information and belief, Webhire, Inc. 

("WebHire") is a Delaware corporation with principal 

executive offices at 91 Hartwell Avenue, Lexington 

35 Massachusetts 02421, and WebHire common stock is publicly 
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traded on the NASDAQ National Market System under the ticker 
symbol "HIRE." 

3- WebHire filed with the United States Securities 
and Exchange Commission an annual report Form 10-K . for the 

5 period ending September 30, 1999. See Exhibit A . 

4 - According to the WebHire Form 10-K , for fiscal 
year 1999, WebHire had revenue of $25,295,000. Id. at pg. 
13. For fiscal year 1998, WebHire had revenue of 
$30,855, 000. Id. 

5. According to the WebHire Form 10-K , WebHire 
"designs, develops, markets, implements and supports 
Internet- and intranet-based recruiting solutions to 
automate candidate sourcing." Form 10-K , pg. l. n. The 
"Webhire Agent" Product 

6. On information and belief, WebHire practices a 
process called "Webhire Agent." Webhire Agent is described 
in both the WebHire Form 10-K , and on the WebHire internet 
site, webhire . com . 

7. The Form 10-K notes, WebHire "delivers products 
which are marketed under the Webhire brand: Webhire Agent, 
an automated web search agent." Id. The Webhire Agent 
service is "innovative resume searching technology that 
automatically searches the entire Internet for resumes, 
matching them against customer specified criteria." id. at 
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pg. 2. 

8. The Form 10-K notes: 

WEBHIRE AGENT is an intelligent web agent that 
searches the entire Internet for resumes, 
evaluating and scoring found resumes against 
customer-defined skills requirements for a job 
opening. Webhire Agent returns a relevance ranked 
list of the best qualified resumes it discovered 
on the Internet, Optionally, Webhire Agent can 
initiate an e-mail correspondence with candidates 
who meet or exceed a user-specific scoring 
threshold. 

Id. at pg. 4. 

9 - Webhire Agent is also described on the WebHire 

internet site. See Exhibit B. 



10. That Internet site describes Webhire Agent as 

"Your intelligent recruiter - Agent automatically searches 

the Internet, finding the right candidates for you." Id. at 

http: //webhire. com/ javascript_site/body_java.htm. 

The site elaborates: "Put your candidate search on 

autopilot! Webhire Agent intelligently searches the 

Internet to locate and qualify the best candidates . . . 

proactively contacting each one!" Id. at http:// 

webhire . com/ f oremployers/agent_what .htm. 

12. The internet page provides detail on how the 

Webhire Agent method works: 

Webhire Agent handles the entire candidate search 
cycle : 
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• It searches thousands of Web sites, newsgroups, 
bulletin boards and subscription services to 
locate candidates that match specific "j ob 
skills, experience and location criteria - 
rapidly, without your involvement. 

• It uses advanced natural language screening 
technology to filter out non-relevant 
information, while uncovering the resumes other 
search tools miss. 

• It automatically sends a personalized messag e 
to each candidate, urging them to visit your 
Web site or reply via e-mail - just like a 
human recruiter! 

Id. at http : //webhire . com/f orernployers/agent_what . htm 
(emphasis added) . 



II. A RIGID COMPARISON OF THE ALLEGED 
INFRINGING METHOD WITH THE CLAIMS 
OF THE APPLICATION HAS BEEN MADE, 
AND SOME OF THE APPLICATION CLAIMS 
ARE UNQUESTIONABLY INFRINGED 

13. I have made a rigid comparison of the Webhire 
Agent described in the Form 10-K and the internet site, with 
the claims of the application. 

14. in my opinion, some of the claims are 
unquestionably infringed. 

15. For example, application claim 20 claims: 

20. A computer implemented method comprising; 

a. locating an Internet site page or web posting 
which contains operator specified text comprising 
specifically defined experiences, interests, 
capabilities, professional titles, talents or the 
like; 

b. extracting from said Internet site page or 
web posting an e-mail address, and 

c. sending an electronic mail message to said 
extracted address. 
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16. Webhire Agent incorporates each limitation of the 

claimed method. The claim recites "a computer implemented 
method." Webhire Agent is a method for finding new hiring 
5 candidates. Webhire Agent is a computer implemented mehtod 
- it works "rapidly, without your involvement." The claim 
requires "locating an Internet site page or web posting ." 
Webhire Agent "searches thousands of Web sites , newsgroups, 
bulletin boards and subscription services," thereby locating 
10 an Internet site page or web posting. Webhire Agent thus is 
"a computer implemented method" for finding new hires, 
entailing "locating an Internet site page or web posting." 
I 7 - The claim covers finding pages that contain 

"operator specified text comprising specifically defined 
experiences, interests, capabilities, professional titles, 
talents or the like," The Webhire Agent method "locate [s] 
candidates that match specific job skills, experience and 
location criteria." Thus, Webhire Agent finds pages that 
contain specified experiences, interests, or the like. 
18. The claim covers extracting an e-mail address and 

" sending an electronic mail message to said extracted 
address." The Webhire Agent method " automatically sends a 
personalized message to each candidate, urging them to visit 
your Web site or reply via e-mail ." Thus, Webhire Agent 
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automatically extracts an e-mail address and sends an 
electronic mail message to that extracted address. 
19 • Because the Webhire Agent method includes each 

limitation of claim 20, Webhire Agent literally infringes 
5 claim 20. 

20 - Similarly, Webhire Agent literally infringes 

pending application claim 21. 

21. Pending application Claim 21 covers: 

21. The method of claim 20, wherein said 
electronic mail message comprises information 
relating to a job opportunity. 

Here, Webhire Agent "locate [s] candidates that match 

specific job skills." Thus, Webhire Agent has this claim 

limitation. Thus, Webhire Agent literally inringes 

application claim 21. 

III. THE INVENTOR HAS CAUSED TO BE MADE 
A CAREFUL AND THOROUGH SEARCH OF 
THE PRIOR ART AND HAS A GOOD 
KNOWLEDGE OF THE PERTINENT PRIOR ART . 

22. On information and belief, the inventor has caused 
to be made a careful and thorough search of the prior art 
and has a good knowledge of the pertinent prior art. 

23. As part of the originally filed application, the 
inventor enclosed copies of several dozen references. On 
information and belief, the inventor has worked in the field 
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of personnel recruiting for several years. On information 
and belief, the inventor has a good knowledge of his own and 
of his competitors' past and current products and methods. 
24 • As stated in the original patent application, the 

inventor does not know of any prior art disclosure of the 
claimed invention. 

25. Webhire Agent does not pose a §102 (b) on-sale bar 

to the claimed invention. Webhire Agent was "introduced in 
November 1999." Form 10-K at pg. 4. In contrast, the 
inventor disclosed his invention to the public before 
November 1999, on his candidatechaser.com web site. 
Further, the record filing date of the application is two 
years earlier - December 3, 1997. Thus, Webhire Agent is 
not valid as prior art against the application. 

POINT TO BE REVIEWED 

Whether the referenced application for letters 
patent can be made special under Rule 1.102. 

ACTION REQUESTED 

Applicant respectfully requests that prosecution 
of this application be made special per Rule 1.102. 
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ENCLOSURES 

Exhibits A and B are attached. 

A Fee Transmittal Form and the required petition 
fee is enclosed with this Petition. 

The references deemed most closely related to the 
subject matter encompassed by the. claims are already of 
record. They are therefore not enclosed. 

Respectfully submitted, 



15 February 2000 

55 Madison Avenue, 4th floor 

Morristown, NJ 07960 

B (973) 665-0275 



mbc :mp 
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UNITED STATES 
SECURITIES AND EXCHANGE COMMISSION 

WASHINGTON, D.C. 2054 S 



FORM 10-K 



(MARK ONE) 



/X/ ANNUAL REPORT PURSUANT TO SECTION 13 OR 15(d) OF 



THE SECURITIES EXCHANGE ACT OF 1534 



FOR THE FISCAL YEAR ENDED: SEPTEMBER 30, 199$ 

OR 



/ / TRANSITION* REPORT PURSUANT TO SECTION 13 IR lr. :d) C- 

SECURITIES EXCHANGE ACT OF 1934 



FOR THE TRANSITION PERIOD FROM 



COMMISSION FILE NUMBER : 0-2C"^ 

WEBKIRE, INC. 
(FORMERLY RESTRAC, INC.) 
(Exact name of Registrant as specified ir. : 



DE LAWARE Q 4 - ? ? 5 2 7 
(State or other jurisdiction of (IRS Employer Ider.:. 
incorporation or organization) Nc. ; 

91 HARTWEL1 AVENUE 

LEXINGTON, MA 02 4 21 

(Address of principal executive (zip code) 
offices) 



(781) 869-5000 
(Registrant's telephone nuir.ber) 



Indicate by check mark whether the Registrant (1) has filed all reports reauired 
to be filed by Section 13 or 15 (d) of the Securities Exchange Act of 1934 " 
during the preceding 12 months (or such shorter period that the Registrant was 
required to file such reports) and (2) has been subject to such filing 
requirements for the past 90 days. Yes X No 

Indicate by check mark if disclosure of delinquent filers cursuant to Item 405 
of Regulation S-K is not contained herein, and will not be' rcntained, to the 
best of the registrant's knowledge, in definitive proxy or information " 
statements incorporated by reference in Part III of this Form iK-k" or any 
amendment to this Form 10-K. [ ] 

The aggregate market vaiue of the voting stock held by r.on-af filiates of the 
registrant, based upon the closing price of the Commcr. Stock cr. December 13 
1599, as reported on NASDAQ National Market System was aoortxinat sly* 
$83,200,000. Shares of Common Stock held by each executive officer and director 
and by each person who owned 5% or more of the outstanding Common Steer, as of 
such date have been excluded in that such persons may be deemed be" " 
affiliates. This determination of affiliate status is not necessarily a 
conclusive determination for other purposes. 

The number of shares of the registrant's $0.01 par va.ue Common Stock 
outstanding on December 17, 1999, was 14,502,521. 

Part III incorporates by reference from the definitive croxv statement for the 
registrant's fiscal 1999 annual meeting of stockholders" to be filed with the 
Commission pursuant to Regulation 14A not later than 120 days after the end of 



experiencing rapid growth, a shortage of skilled labor and an u-ae«* need -o 
complete staffing initiatives. 




ded 
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recruiting solution which is sold primarily to corporate recrui ; ers, "~v*Uw . 
Careers Resume Shop, a free resume management sppiicaticn for job'seek^rs^ and 
Yahoo! Resumes, an online tool that corporate recruiters use :o h~*he 
resumes contained in the Yahoo: Careers Resume Shop database . "^he'co-npanv 1 s 
solutions are the exclusive means for corporations to gair. access t c' the" on Une 
candidates within the Yahoo! Careers Resume Shoe. The Comcary shares revenue-' 
rrom these services with Yahoo!. 

The Company also delivers products which are marketed under tr* Webhire 
brand: Webhire Agent, an automated web search agent; Webhire Enterprise, a 
complete, integrated recruiting suite designed to meet the needs cf 1 *rge 
organizations; Webhire JcbPost, an automated solution for ccrp:--^ job pc-tina- 
ana Webhire Job Canopy, a complete solution for career site management that i<? 
marketed to Internet media company and portal sites. 

The Company delivers its Internet solutions to customers usinc, a web 
services model, selling the services on a subscription basis, "for "direct =r C es- 
by subscribers over the Internet via a standard web browser. The* :->r.oany ' 
solution for large organizations, Webhire Enterprise, if sold -hrc'"ah both the 
application service provider (ASP) model and also as traditicrs • • ^i-ensed 
software. 

The Company's principal offerings are Internet based online recruit ina 
services. These services are imolemented using standard irdus- -^r^-.toco *-ch 
as TCP/IP, HTTP and XML. The service based approach provides cur customers 'with 
a robust set of product features and a high performance end user experience 
without requiring them to install any software. Our service infrastructure is 
based on leading edge technologies from a number of vendors including Microsoft, 
Oracle and Sun. The infrastructure is designed for high performance, 
scaleability and high availability. The use of open standards in' the design of 
our systems facilitates easy integration with applications operated by our 
partners and customers. 



The Company was incorporated in 1932 as a Massachusetts corporation and was 
reincorporated as a Delaware corporation in 1994. As of June 1, 1999 the Company 
effected a name change to Webhire, Inc. Restrac Securities Corporation, a 
wholly-owned' subsidiary of Webhire, Inc., was incorporated in September, 1996 as 
a Massachusetts securities corporation for the purpose of holding and managing 
certain of the Company* s cash and investments. 

In November 1998, the Company purchased the exclusive rights, within the 
online recruiting space, to technology originally developed by Jur.giee 
Corporation and owned, at that time, by Amazon.com (see Note 4 of Notes to 
Consolidated Financial Statements) . The Company acquired technoiogv and 
customers through this agreement. The Junglee technology has been Integrated and 
enhanced and is the backbone cf the Company's JcbPost and Job Canopy services. 

In May of 1999, the Company purchased Kireworks, Inc., a deveicoer of 
innovative resume searching technology that automatically searches the entire 
Internet for resumes, matching them against customer specified criteria (see 
Note 4 of Notes to Consolidated Financial Statements) . This technoiogv has been 
enhanced and is today marketed as the Webhire Agent service. 

INDUSTRY BACKGROUND 

Recruiting has emerged as one of the most strategic corporate initiatives. 
"J.S. employment, as reported by the U.S. Department of Labor, has reached 
historically high levels. In general, there is an unprecedented shortage of 
candidates available to fill an increasing number of jobs. In fact, today there 
is a Vjob gap" — according to some industry analysts there are over 2 million 



jobs that remain open because there are no qualified candidates in the labor 
market to fill them. This is not a temporary phenomenon. U.S. Census data 
indicates that the population of 30-45 year olds, the primary labor poo' : fo- 
middle managers across U.S. corporations, peaked in 1997 and is actually 
declining in real terms. Today's candidate shortage represents the noV £ c- ■ 
future labor market. 

Traditional recruiting methods, print advertisements and professional 
recruiters lor "headhunte rs" } , lose their effectiveness in a market where z~* 
is a snortage of candidates. During the past three years, the Internet has"'" 
evolved into a sophisticated and ubiquitous ccrjnunications infrastructure" Tr 
Internet has emerged as the critical medium for recruiting because it bri-g" 
candidates and employers together in a direct!*.- connected marketolace. On VI.*. 
Internet, an employer has access to literally r.iilions of resumes, they can't 
job openings at thousands of online job beards, and they can communicate wi~- 
candidates in seconds. 

Internet recruiting has become a central staffing strategy for today's 
corporation . How effectively a company utilizes the Internet for recruiting i 
rapidly becoming a synonym for how effectively a company recruits. 

WEB HIRE INTERNET RECRUITING SOLUTIONS 

The Company's Internet recruiting services enable organizations tc recr-- 
more efficiently in today's tight labor market. The Company's services enable 
corporations to reduce the time and effort required to source candidates or. 
Internet, provide tools that help corporate recruiters and hiring managers" 
identify the best possible talent for open positions and enable the management 
of the entire staffing process online. Because the Company's primary solutions 
are provided to employers over the Internet, start-up times and extensive :? 
infrastructure requirements are eliminated. 

DIRECT INTERNET SOURCING. The Company provides several services which 
enable corporate recruiters cc- directly source candidates from the Internet. I 
Company, as a result of the Yahoo!, Inc. business venture and its other 
partners, manages and maintains large pools of candidate resumes on the 
Internet. As of December 1995, there are approximately 250,000 resumes 
accessible for targeted searching through the Company's proprietary recruitinc 
solutions. The Company, as a result of its HireWorks, Inc. acquisition, 



also offers an automated intelligent search agent that conducts resume search! 
and ranking across the entire Internet. It is estimated that approximately 
2 million resumes are accessible through the Company's agent technology. 

INTEGRATED INTERNET JOB POSTING. There are now hundreds of career sites a; 
thousands of use.net discussion groups in existence on the Web, each with its 
own specific job posting format and protocol. A successful corporate recruiter, 
strategy includes job posting to use multiple destinations that reach national 
regional and special interest audiences. The Company provides integrated job- 
posting solutions that enable jobs to be posted to multiple job boards in one 
simple operation. As of December 1999, the Company is managing 300,000 job 
postings on behalf of its customers. 

RESUME PROCESSING. The creation of a private online electronic database oi 
resumes is central to the Company's candidate .management solutions. The Coxcan^ 
processes resumes, faxes, e-mail and direct web applications using the latest 
optical character recognition technologies. The Company processed approximately 
2 million resume pages during 1999. The processed resumes are stored online in 
secure catabases that are accessible only to the customer. The resulting 
electronic resume pool represents a knowledge asset that can be shared 
throughout an organization. Manual input is virtually eliminated, allowing 
organizations to collect and store skills and experience data on hundreds of 
thousands of candidates. The Company's services provide a shared, re-useable 
pool of candidates, limiting the need for organizations to use employment 
agencies and advertising to source candidates. 



SOPHISTICATED SKILLS MANAGEMENT AND SELECTION. The Company's software u: 



a sophisticated search process to rapidly identify and rark q-* f -: e ~ ^rr'V., 
oased or: skills criteria determined by the user. User aearch e rarrerhancerbv 
tae Company's integrated skills library, which translates high-l-ve? lob 
requirements into the words and synonyms commonly used by candidates or. resumes. 

CANDIDATE MANAGEMENT PROCESS . The Company's solutions inccrccrat- a 
'-ser-friendly, process-oriented graphical user interface (T-ut ; ce^qr^d^o 
simplify the administration of the candidate management proces- inciu^~c~<~b 
requisition creation and editing, candidate tracking, and integ-ai-ed r-pc — L 
on the hiring process and sourcing effectiveness. These capabiiirie^ -Idu-e*" 
aelays typical to the staffing process and eliminate redundancies." 

By providing an easily-accessible, shared, re-useable dooI of candidates 
rre Company's software allows organizations to significant iy reduce rec-ui-menr 
advertising costs and employment agency fees. In addition, -he Company 
software is designed to increase recruiter productivity through "the elimination 
cf manual entry of resume information and bv increasing the ef^i.-il- c .. -'"'-ho 
hiring process. * " " - w " 

STRATEGY 

The Company's objective is to extend its current market leader pc^r : 3- i r . 
the Internet recruiting marketplace to become the standard solution* fc-~ "~ 
corporate Internet recruiting. The Company has developed a pvramid" of ~" 
subscrirzion-based Internet recruiting services that offer inar.v sirfe^nt =--try 
points into the Company's solution set. As customers' Internet"' recruit -'.nq -led* 
mature and grow, the Company provides additional service of fe rings" th- ~" e^^nd 
the features and capabilities of the solution. Ta>:en individualiv, t he Comoany ' s 
services meet the needs of virtually the entire corporate recruitir.c 
marketplace. Today, the Company's solutions are used by companies as small as 
2C-50 employees, are the recruiting standard at hundreds of re r tune 1^00*"" 
companies and are being adopted regularly across the broad market* of "companies 
ir. the middle market. The Company estimates that there are approximately 250,000 
corporations and 25 million hiring managers in i^s target audience. 

The Company's solutions range in price from hundreds of cellars cer morth 
for entry-ievel Internet sourcing tools, to tens of thousands cf dollars' a' month 
for complete enterprise recruiting solutions. At the top of the Company's 
solution pyramid, a customer has an option to purchase and install the' Comoanv' s 
solution as a traditionally licensed software application. The Ccnraany believes 
that the solution pyramid 



approach will yield larger subscription contracts through the oiacements cf 
additional services at existing accounts. 

PRODUCTS 

The Company has developed a wide-ranging suite of service offerings that 
span many aspects of Internet recruiting. These offerings, which are sold' 
primarily to small and mid-sized corporations, include Yahoo! Recruiter 

(introduced as Webhire Recruiter in November 1997, upgraded and renamed in 
September 1999} , Yahoo! Resumes (introduced in December 1999), Webhire Agent 

(introduced in November 1999), and Webhire JobPost (introduced in 
November 1998). The Company also provides an infrastructure and site management 
service, Webhire JobCanopy, introduced in November 199S, to Interne- media 
companies. Finally, the Company delivers Webhire Enterprise, released in 
June 1993 as a comprehensive recruiting automation suite designed specifically 
to meet the needs of large organizations. 

YAHOO! RECRUITER, powered by Webhire, is a complete, end-to-end solution fpr 
Internet recruiting automation. Corporate recruiters use Yahoo! Recruiter to 
manage requisitions online, post jobs, search for candidate* at Ychoc ! Careers 
and within other Webhire-managed online candidate pools such as JWT Specialized 
Communications Resume Works, track hiring status and reoort on staffing 
activities. The service offering includes complete resume processing and 
management, enabling corporations to save money and resources by moving "heir 
entire recruiting process online. 



YAHOO! RESUMES, powered by Webhire, provider customers with direct access t 
the candidate resuir.es at Yahoo! Careers. Using the service's sophisticated" 
searching screens, customers can create skills based searches that are targeted 
geographically. The resulting ranked list of the best fitting resumes for a job 
puts talent in front of a recruiter or hiring manager in seconds, without the 
need for advertising campaigns and external recruiters. 

WEBHIRE AGENT is an intelligent web agent that searches the entire Internet 
for resumes, evaluating and scoring found resur.es against customer-defined*" 
skills requirements for a job opening. Webhire Agent returns a relevance ranked 
list of the oest qualified resumes it discovered on the Internet. Optionally, 
Webhire Agent car. initiate an e-mail correspcr.asr.ee with candidates' who" meet ' or 
exceed a user-specific scoring threshold. 

WEBHIRE JOB? OS? is an automated job publishing service that collects iob 
listings from a customer's Web site and re-publishes those listings at career 
sites across the Ir.:ernet. A customer subscribing to JobPost need only keep 
their careers psges up to date, the JobPost technology manages the movement of 
those jobs to the one or more job boards that the customer has designated. At 
any moment, the Company is managing approximately 300,000 active job po^nqs 
using this technology. 

. WEBHIRE JOB CANOPY is a technology that Internet media companies use to 
outsource the management of their online job listings to the Company. Job Canopy 
provides career sites with integrated job listings, automated job posting for ' 
their customers, jcb searching tools for job-seekers who visit" the media ' ccmpanv 
career site and a direct job posting connection to the Company's customers who 
are using the Company's JobPost service. 

WEBHIRE ENTERPRISE is a complete, integrated recruiting automation suite 
aesigned specifically for large organizations. The technology can be delivered 
to customers as an AS? service or as traditionally licensed software. Webhire 
Enterprise incorporates requisition management, resume processing, candidate 
ranking, staffing workflow automation, and customizable reporting features. 
Through the service's Manager's Workbench option, customers can connect hiring 
managers across their organization enabling hiring managers to directly initiate 
job requisitions, review resumes online, manage team interviews and initiate a 
job offer. New hire information contained in the Webhire Enterprise database is 
easily integrated with PeopleSoft and SAP Human Resource Information Solutions. 



CUSTOMER SERVICES 

The Company believes that superior customer service and support are critical 
to customer satisfaction. As of September 30, 1359/ the Company's customer 
service organization included 60 employees, providing Professional Services, 
Technical Support and Outsourced Services. 

PROFESSIONAL SERVICES. The Professional Services Group manages system 
implementation, provides additional services such as process design and system 
tailoring and provides basic and advanced training both online, on-site during 
system implementation and at the Company's Corporate Training Centers throughout 
the year. 

TECHNICAL SUPPORT. The Technical Support Group provides daily assistance to 
customers with maintenance agreements through the Company's support help line. 
The Company provides support Monday through Friday from 6:30 a.m. -8: 00 p.m. 
Eastern Time as well as 9:00 a.m. -6: 00 p.m. Greenwich Time to support the 
Company's European customers. 

OUTSOURCED SERVICES. Outsourced Services were introduced by the Company in 
July 1996 and consist of scanning services, provided principally through 
third-party arrangements, and correspondence generation. 

TECHNOLOGY 



YAHOO 1 RECRUITER 



Yahoo! Recruiter, the Company's Internet-based service offering, is based on 
open, extensible Internet development tools. It makes wide use of standard 
technologies. This adherence to standard technologies ensures that Yahoo! 
Recruiter can be scaled as demand for the service increases. Client access to 
the Webhire system is provided through either Microsoft or Netscape World Wide 
Web browsers. 



WEBHIRE ENTERPRISE 



Webhire Enterprise is a Microsoft Windows -based application which operates 
over a standard TCP/ IF intranet connection. The application server component of 
the product utilizes Microsoft Windows NT Server and Microsoft Internet 
Information Server. Client access is provided via both a Window- application and 
a browser interface which is compatible with Microsoft Windows 95/ S3 or 
Microsoft Windows NT. This architecture combines the functionality of a 
traditional client/server application with the easy deploy/ability of an intranet 
application . 

PRODUCT DEVELOPMENT 



The Company believes that its future success will depend upon its ability to 
enhance its existing software and develop and introduce new products and 
functions which keep pace with rapid changes in the marketplace. The Company has 
made increasing investments in its engineering and quality groups to broaden its 
product and service offerings, enhance product functionality, improve 
performance and expand the ability of its software to inter-operate with 
third-party software. Research and development expenses totaled Jin thousands) 
57,796, $5,586 and $5,446 for fiscal years 1999, 199c, and 199"?, respectively. 
While the Company expects that certain of its new product? and functions will be 
developed internally, the Company may, based on timing and cost ironside rations, 
expand its product offerings through acquisitions or strategic relationships. 
Software products as complex as those currently under development by the Company 
are subject to frequent delays and there can be no assurance that the Company- 
will not encounter difficulties that could delay or prevent the successful and 
timely development, introduction and marketing of these potential new products. 
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SALES AND 'MARKETING 



The Company markets its Recruiter service through telesales representatives 
and sales personnel located in Lexington, Massachusetts, Foster City, 
California, and Chicago, Illinois. The average sales cycle for this service is 
substantially shorter than that experienced for the Company's enterprise 
products. 

The Company markets its enterprise products and services through a direct 
sales fcrce in North America. The Company supports its sales force through 
comprehensive marketing programs which include public relations, direct mail, 
advertising, seminars, trade shows, ongoing customer communication programs and 
strategic relationships. While the sales cycle varies from customer to customer, 
it typically spans four to nine months from generation of a lead from one of 
these sources to execution of a license agreement. The Company's direct sales 
force is structured regionally and is managed through sales and service offices 
in Lexington, Massachusetts and Foster City, California, and through sales 
personnel located in Dallas, Chicago, New York, Raleigh, and Toronto. 



CUSTOMERS 



The following is a partial listing of the Company's customers as of 
September 30, 1999: 



FINANCIAL SERVICES 
Aim Management Group 
American Express 
Bank of America 



INSURANCE 

Trigon Blue Cress/Blue 
John Hancock 
Phoenix Home Life 



E-COMMERCE 
Shield Akamai Technologies 
Art Technology Group 
CMG2 



BankBoston 
M&T Bank 
Visa USA 
The World Bank 



TECHNOLOGY / COMMUN I CAT I ONS 
Amdahl 

The Boeing Company 
EMC 

Hewlett-Packard 

Lockheed 

Microsoft 



Prudential 



da ly. commerce 

Encoding .com 

iCopyright .cox 

Inforonics 

LifetecNet .com 

living . com 

Mornings- ar, Inc. 

Oasis Technology 

One to One Interactive 

Open Market, Inc. 

Open Text Corporation 

PC Connection* 

Pets . com 

Point.com, Inc. 

Siiknet Software .com 

Silverstream 

Value America 

Web Line Communications 



PUBLISHING/ENTERTAINMENT 
Blockbuster Entertainment 
Gannett 

The New York Times 
Paramount Pictures 
Random House 



CONSUMER 
British Airways 
Canadian Tire 
Cargill 



ENGINEERING/ CONSULT I NO 

CH2M Hill 

Logica 

Mason & Ha nee r 



Levi Strauss 
Nabisco 
Staples 
Starbucks 



HEALTHCARE/ PHARMACEUTICALS 
Corp. 

Abbott Laboratories 



the good guys! 



Yahoo I Inc. 



Bristol Myers Squibb 

Johnson & Johnson 

The Mayo Clinic 

Memorial Sloan Kettering 

PacifiCare 

Pfizer 

SmithKline Beech am 
Genentech 



STRATEGIC RELATIONSHIPS 

The Company has established a number of relationships both to leverage 
marketing channels and complementary technologies and to meet customer demands 
for open, integrated, multi-vendor solutions. Strategic partners are categorized 
into four groups: Technology Partners, who provide the Company with innovative 
technologies that are integrated into the Company's products; Applications 
Partners, who provide the Company's customers with value-added software, 
consulting or other services that are complementary to the Company's software 
and services and that enable the Company's customers to better utilize the 
Company's software; Service and Implementation Partners, who extend the 
Company's support, implementation and service offerings by delivering the 
specialized services our customers need; and Internet/Information Partners, who 
provide the- Company* s customers with the ability tq access and distribute 
crucial staffing information, including job postings, candidate information, and 
resumes, often via the Internet. Examples of the Company's strategic partners 
include : 

YAHOO!, INC. 

In June 1995, the Company entered into an alliance with Yahoo!, Inc. Through 
this alliance, the Company develops, markets, and supports three services which 
are co-branded with the Yahoo! name: Yahoo! Recruiter, a complete end-to-end 
Internet recruiting solution which is sold primarily to corporate recruiters, 
Yahoo! Careers Resume Shop, a free resume management service which is offered at 
Yahoo! Careers, and Yahoo! Resumes, an online tool that corporate recruiters use 
to search the resumes contained in the Yahoo! Careers Resume Shop database. The 
Company's solutions are the exclusive means for corporations to gain access to 
the online candidates within the Yahoo! Careers Resume Shop. The Company shares 
revenues from these services with Yahoo!. 

VERITY, INC. 

The Company's software incorporates the text search software tools developed 
by Verity, Inc., a Technology Partner, which allows Webhire clients to search 
through vast amounts of candidate and job data, delivering only the most 
relevant information directly to the desktop. 
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Reuning, S.M. 
"Candidate Chaser" 
Serial No. 08/984, 650 



EXHIBIT B 
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Page No. 10 



http://webhire.com/javascript_site/1iodyJava.htr 



Win the race for candidates with Internet recruiting, powered by Webhire. 



Your company is growing and you need to 
fill jobs now . Who can help you find the 
candidates ? Webhire can. 

Webhire tools and services connect your 
company to the wealth of recruiting 
resources on the Internet. Make the same 
decision that over 1000 innovative hiring 
companies have - ranging from rapidly 
growing internet companies like pets.com 
and Akamai to Fortune 500 companies 
including Boeing, BankAmerica, and 
American Express. 

Eam:$l y OQOTo0ayS 



Spumes 



Start your recruiting by searching the tens 
of thousands of resumes in the 
fast-growing Yahoo! Careers database of 
Internet-sawy job seekers. 



Harness the power of Internet Recruiting! 
R&Cftftter The complete Internet recruiting solution , 
hosted entirely on the Web. 



: Your intelligent on-line recruiter - Agent 
* fc ■* automatically searches the Internet, 
finding the right candidates for you. 



^Deployed through an Application Service 
. Provider (ASP) or in-house on your 
enterprise corpora t e intranet, Webhire Enterprise 
brings you the leading automated 
recruitment solution. 



n 



Vebhire Agent 



http://webhire.eom/storm/i. 



Webhire Agent 




Gfct Mar®, info 



i 



nnp://wcDnire.com/torcmpioyers/agent_wnat.nin 



Webhire Agent » what iris] 



Put your candidate search on autopilot! Webhire Agent 
intelligently searches the Internet to locate and qualify the best 
candidates . . . proactively contacting each one! 

Webhire Agent is the closest thing to having a real, live recruiter out 
searching the Internet to fill your company's open positions. It lets you 
dramatically reduce the time and cost associated with finding qualified 
candidates . . .so you can spend your valuable time closing candidates 
and filling jobs! 



«HATJTtS 



HOW 11 
CONTACT US 



Webhire Agent handles the entire candidate search cycle: 



• It searches thousands of Web sites, newsgroups, bulletin boards, and subscription services to 
locate candidates that match specific job skills, experience and location criteria — rapidly, without 
your involvement. 

• It uses advanced natural language screening technology to filter out non-relevant information, 
while uncovering the resumes other search tools miss. 

• It automatically sends a personalized message to each candidate, urging them to visit your Web 
site or reply via e-mail — just like a human recruiter! 



There are more than 22 million job seekers on the Internet — find them quickly, efficiently and 
automatically with Webhire Agent! 



/ebhtre AgenV - How It Works 



hnp://webhire.com/foremploycrs/agcnt_how.htn 



[ Webhire Agent ► mm nwrn: 



Webhire Agent uses advanced search/screen technology to 

automate the entire process of finding qualified candidates on the 

Internet i what it is 



It's Intelligent 

Webhire Agent is smarter than search engines and other online 
recruitment tools. Its advanced natural language/rules-based 
technology actually distinguishes resumes from other types of 
information on the Internet. It extracts resume data to obtain skill, 
location, contact, and other relevant information, automatically 
comparing this data to your search criteria. 



how rr works 



it's Thorough 

Based on its intelligent search, Webhire Agent creates a consolidated, ranked list of qualified candidates 
and previous search results are retained to ensure only new candidates are identified. Webhire Agent 
then automatically contacts each candidate with a personalized email message, inviting them to visit your 
Web site or correspond by e-mail to register their interest in the position. 

It's Effective 

Because Webhire Agent analyzes the entire text of each resume, instead of limited keywords, it finds the 
candidates other search tools miss. It evaluates each candidate's qualifications, geographic location, and 
resume date to put the best candidates at the top of the list. 

It's Efficient 

By reducing the time and cost of locating qualified candidates, Webhire Agent frees recruiters to focus on 
what they do best-interviewing and closing the candidates your company needs to compete. 

Give your recruiters the intelligent, automated edge in internet recruiting . . . Webhire Agent! 



http://webhire.comyjavascript_sitc/j_ai)out.hti 



Webhire provides Internet Recruiting solutions to corporations that help employers use the Web 
to quickly and cost-effectively post jobs on the Web, attract and evaluate talent and manage the 
hiring process. 

With equity partners like SOFTBANK and Yahoo!, Webhire is the leading ASP in the Internet 
Recruiting Marketplace. 

We are traded on NASDAQ under the symbol HIRE. 

Webhire Facts News and Events Investor Information Employment Opportunities Partners 
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For: CANDIDATE CHASER 



DECISION ON PETITION TO 
MAKE SPECIAL 

37 CFR 1.102 



This is a decision on the petition under 37 CFR 1 . 102, filed February 22, 2000, to make the 
above-identified application special. 

Petitioner(s) request that this application be made special under the accelerated examination 
procedure set forth in MPEP 708.02, Section II: Infringement. 

A grantable petition to make an application special under 37 CFR 1.102 and in accordance with 
MPEP 708.02, Section D, must be accompanied by the required fee pursuant to 37 CFR 1.1 7(i) 
and a statement by applicant(s) or assignee or a statement by an attorney/agent registered to 
practice before the PTO in support of the petition stating: 

1 . that there is an infringing device or product on the market or method in use, 

2. that a rigid comparison of the alleged infringing device, product or method with 
the claims of the application was made, 

3 . that some of the claims are unquestionably infringed, and 

4. that a careful search of the prior art was made or that applicant(s) have good 
knowledge of the pertinent prior art. 

The petition meets the requirements for special status. 

For the above stated reasons, the petition is Granted . 

If the examiner can make this application special without prejudice to any possible interfering 
application, and the examiner should make a rigid search for such, the examiner is authorized to 
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do so for the next action. Should the application be rejected, the application will not be 
considered special for the subsequent action unless the applicant promptly makes a bona fide 
effort to place the application in condition for allowance, even if necessary to have an interview 
with the examiner to accomplish this purpose. 

If the examiner finds any intervening application for the same subject matter, the examiner should 
consider such application simultaneously with this application and should state in the official letter 
of such application that the examiner has taken it out of turn because of a possible interference. 

Should an appeal be taken in this application or should this application become involved in an 
interference, consideration of the appeal and the interference will be expedited by all PTO officials 
concerned, contingent like upon diligent prosecution by applicant. 

The petition is granted to the extent indicated. 




James J. Groody (703) 308-546 1 
Special Program Examiner 
Technology Center 2700 
Communications and Information Processing 
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Allowable Subject Matter 

REASON FOR ALLOWANCE 

1 . Claims 4-1 8 are allowable . 

2. The Office action of paper number 22 has been vacated since there is not adequate 
evidence that the references could be obviously combined together, particularly in light of 
applicant's arguments. 

3. The following is an examiner's statement of reasons for allowance: 

This instant invention is directed to a nonobvious improvement over the invention 
described in Patent number 5,832,497 to Taylor. This invention teaches the combination of 
comparing text against professional qualifications and electronically extracting e-mail addresses 
when those qualifications are met as recited in independent claim 4. Taylor only performs the 
comparison of text and does not suggest any extraction step involving e-mail data. There is no 
evidence that it would have been obvious to modify Taylor to perform extraction of e-mail 
addresses. 

Drawings 

4. The application having been allowed, formal drawings are required in response to 
this Office action. 



Formal drawings are now required and must be filed within the THREE MONTH 
shortened statutory period set for reply in the "NOTICE OF ALLOWABILITY" (PTOL- 
37 or PTO-37). Extensions of time may be obtained under the provisions of 37 
CFR 1.136(a). Failure to timely submit the drawings will result in ABANDONMENT of 
the application. The drawings should be submitted as a separate paper with a transmittal 
letter which is addressed to the Official Draftsperson. The art unit number, application 
number and number of drawing sheets should be written on the reverse side of the 
drawings. 

Conclusion 

5. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Any comments considered necessary by applicant must be submitted no later than the 
payment of the issue fee and, to avoid processing delays, should preferably accompany the issue 
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ABSTRACT 



The Candidate Chaser machine and method automatically 
locates Internet site pages and web postings which contain 
operator specified keywords or Boolean combinations and 
then extracts all electronic mail addresses from those pages 
as well as hyper-linked pages to as many linking levels as 
selected by the operator and then sends a job opportunity 
description in the form of an electronic mail message to each 
of the extracted addresses then receives responses from 
recipients of the job opportunity message then filters those 
messages by reading their text and forwards only desired 
responses to the candidate seeking client's electronic mail 
address thusly sparing the client interaction with large 
amounts of irrelevant response while presenting viable can- 
didates for a given job opening. It applies a distinctive and 
non-obvious method for delivering identical electronic mail 
messages to a group of targeted potential job candidates 
sharing a specifically desired single or set of common 
experiences, interests, capabilities, professional titles or 
talents relating to the needs of the candidate seeking hiring 
entity and handling their response. 
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CANDIDATE CHASER 

BACKGROUND — FIELD OF INVENTION 

This invention relates to the process of recruiting new 
employees, specifically harvesting email addresses belong- 
ing to potential viable candidates from sites and postings 
searched for and found on the Internet and sending specifi- 
cally related help wanted advertisements via electronic mail 
to those addresses then receiving, filtering, sorting and 
distributing the response. 

BACKGROUND— DESCRIPTION OF PRIOR 
ART 

Classified help wanted advertising in print, television and 
radio media as well as postings of help wanted advertise- 
ments on Internet web sites are a common practice. Such 
mediums for prospecting employment candidates are pas- 
sive in the context of the candidate seeker's objectives. They 
require the reaction of a potential job seeker who must be 
reading a specific periodical, watching or listening to a 
specific broadcast or visiting a specific internet web site or 
requested a specific push technology internet broadcast. 
There are too many job opportunity broadcasts and sites 
available for any job seeker to peruse even a minor percent- 
age on a timely basis. A candidate seeker could attempt to 
advertise through every applicable site and medium in order 
to reach every potential candidate however such a strategy 
is impractical if not impossible. Even if it were practical or 
possible the candidate seeker would not reach viable can- 
didates who are not actively searching job opportunity 
advertising sites. The United States Federal Government 
predicts demand for technical labor in such areas as infor- 
mation technology, sciences, biotechnology and engineering 
to exceed supply by as much as fifteen percent by the year 
2002. In such a situation competitive employers require 
more aggressive means to prospect employment candidate 
than the prior mentioned passive methodologies. 

Bulk electronic mailing is a common process used to 
broadcast messages to groups of email addresses collected in 
databases however the processes used prior to Candidate 
Chaser arc static and the targeting is dependent on prc- 
assembled databases of email addresses. In such cases where 
email address lists are procured from a database sources 
mailers are subject to limited accuracy on two categories: 
first, are the addresses still active, second, are the individuals 
interested in receiving email related to the mailers' offerings. 
Furthermore, the present state of electronic mail address 
databases does not permit the targeting of addresses based 
on the individual owner's experiences, interests, 
capabilities, professional titles or talents. 

While bulk electronic mailing is unquestionably legal, 
there is a powerful lobby opposing general broadcasts of 
large untargeted and unsolicited bulk electronic mailings 
which consume huge amounts of internet communication 
bandwidth causing system delays, increased cost without 
benefit and mail server failures. Such mailings are broadcast 
to high quantities, 50,000-200,000 addresses at a time, in 
the hopes that a fraction, perhaps one tenth of a percent will 
reach a viable and interested audience. Most of the band- 
width consumption would not be necessary if a more tar- 
geted approach was used. 

Employers spend over a billion dollars every year in the 
United Stales on employment agency fees, classified adver- 
tising costs, recruiting staff, the design of recruitment pro- 
grams and software and referral bonus programs. Many of 
those employers are large companies that have invested 
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tremendous development resources into solving their 
recruiting problems and cost reduction yet not a single one 
of them has created an automated recruiting system like the 
Candidate Chaser machine and process patented herein. The 

5 articles attached and labeled as Prior Art Documents #27, 
34, 35, 36, 37, 38, 39, 40, 41 and 42 indicate a recruiting 
industry searching for internet solutions to recruiting diffi- 
culties yet none suggest a solution similar to that presented 
by the Candidate Chaser machine and process supporting the 

10 position of unobviousness relating to the Candidate Chaser 
machine and process. 

Most workers would like to be informed of employment 
opportunities with quality of life improving advantages 
including but not limited to compensation increases, 

1 5 advanced training, enhanced benefits, more challenge, diver- 
sity and improved career path provided notices of such 
opportunities were made at the workers' convenience and 
that workers are not overwhelmed with non-applicable job 
offerings. Employment agencies and headhunters serve such 

20 a purpose but they are prohibitively expensive. No auto- 
mated and more cost effective alternative was available until 
the herein described Candidate Chaser was invented. 

Present job opportunity advertising systems take days and 
weeks to reach potential candidates. 

25 While my research indicates no present use of bulk 
electronic mail for targeted help wanted advertising, use of 
available bulk email systems would result in "bad address" 
responses from servers, remove responses, and revenge 

3Q ''flames" from anti-spammers burdening and crashing the 
advertisers' incoming electronic mail system. 

A search of the IBM Patent Server at hup:// 
patent.womplex.ibm.com looking for the following words 
individually in the "abstract" field: recruit, recruiting, hire, 

35 hiring, job, candidate, classified, position, bulk, addresses, 
and recruitment turned up no relevant matching or related 
patents. A search on the same database for the phrase 
"electronic mail" turned up no apparently related patents 
except those patenting the process of sending and receiving 

40 electronic mail itself. The patent information and abstract 
which appear most closely related are attached and labeled 
as: Prior Art Document #28 U.S. Pat. No. 5,245,532, Prior 
Art Document #29 U.S. Pat. No. 5,040,141, Prior Art 
Document #30 U.S. Pat. No. 5,632,018, Prior Art Document 

45 #31 U.S. Pat. No. 5,408,334, Prior Art Document #32 U.S. 
Pat. No. 5,487,100, and Prior Art Document #33 U.S. Pat. 
No. 5,613,108. 

A search for articles and publications discussing "recruit- 
ing on the Internet" turned up two hundred forty nine 

50 separate documents. While discussing the use of electronic 
mail for the circulation of resumes and discussion of job 
possibilities, no reference is ever made to any recruiting 
solution that even remotely resembles the Candidate Chaser 
machine and process. I believe this supports the unobvious- 

55 ness of the Candidate Chaser machine as a solution to 
recruiting difficulties. Those articles which best represent 
present art on the subject of "recruiting on the Internet" are 
attached and labeled as Prior Art Documents #27, 34, 35, 36, 
37, 38, 39, 40, 41 and 42. 

60 There are a good number of commercially available 
computer software programs which can perform certain 
functions of the Candidate Chaser machine. However, none 
of them alone or in obvious combination accomplish the task 
of the Candidate Chaser. The said commercially available 

65 computer software programs are described in the attached 
Prior Art Documents #1, 2, 3, 4, 5, 6, 7, 18, 19, 20, 21, and 
10 
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BRIEF DESCRIPTION OF THE DRAWINGS 

FIG. 1 is an overview of a computer local area network 
suitable for practicing my invention. 

FIG. 2 is an overview of an alternative computer system 
suitable for practicing my invention, where a local area 
network is optional. 

OBJECTS AND ADVANTAGES 

The Candidate Chaser machine automatically locates 
Internet site pages and web postings which contain operator 
specified keywords or Boolean combinations and then 
extracts all email addresses from those pages as well as 
linked pages to as many linking levels as selected by the 
operator and then sends a job opportunity description 
enclosed in an electronic mail message to each of the 
extracted addresses then receives responses from recipients 
of the job opportunity message then filters those messages 
by reading their text and forwards only desirable responses 
to the candidate seeking client's electronic mail address 
thusly sparing the client interaction with large amounts of 
irrelevant response while presenting viable candidates for a 
given job opening. 

The Candidate Chaser machine operator inputs keywords 
then commands the Candidate Chaser machine to interact 
with the infinite number of interface possibilities available 
on the Internet. The operator is not required to conduct or 
observe the cumbersome, tedious, frustrating and agoniz- 
ingly slow task of reviewing data contained on Internet web 
sites, newsgroup postings and other data sources that may 
exist from time to time on the net. Once started the Candi- 
date Chaser machine conducts the Internet search without 
operator intervention. 

The Candidate Chaser process does not use a static 
database as its source of addresses but instead takes advan- 
tage of the dynamic properties of the Internet where new 
information is added every minute somewhere on the planet. 
Candidate Chaser does this by reading internet sites online 
and extracting email addresses as they appear on targeted 
sites, postings and broadcasts just prior to broadcasting a job 
opportunity advertisement . 

Job opportunity announcements are communicated to 
potential candidates within hours. 

Candidate Chaser job opportunity advertisements are 
delivered directly to the worker's email box therefore she/he 
is not required to search for applicable job offerings. 

Workers view the Candidate Chaser job opportunity 
advertisement by choice at their convenience any time night 
or day since the advertisement arrives and resides in the 
email message box until they take an action or their software 
automatically discards it based on their previously set filters. 

Job opportunity advertisements broadcast by Candidate 
Chaser stimulate workers to consider new career opportu- 
nities even when they are not actively seeking new employ- 
ment thusly expanding the universe of candidates beyond 
those available to the employer through passive advertising 
methodologies. 

Specific job opportunity ads are only broadcast to spe- 
cifically applicable individuals who made their email 
addresses available on their resumes, on web pages indicat- 
ing subject matter related to the job opening or on new group 
postings where subjects related to the job opening were 
specifically discussed. 

Individuals adverse to receiving additional job opportu- 
nity advertisements easily eliminate their addresses from 
any potential future mailings by typing "remove" into the 
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message subject heading and executing their mail programs 
"reply" command. 

The customized harvesting of email addresses focused on 
the specific needs of each job opportunity advertisement 
5 individually results in relatively low quantities of advertise- 
ments broadcast. And much less broadcast bandwidth waste 
due to non-applicable recipients. 

The Candidate Chaser process costs less per hire to 
operate than other recruitment methods. 

Responses to electronically mailed advertisements are 
automatically processed through software filters: protecting 
job opportunity advertisers from "flames", storing removal 
committed addresses into a universal database, and sorting 
15 qualified responses to the appropriate hiring authorities 
email box. 

SUMMARY 

The Candidate Chaser process uses a combination of 
20 publicly available and proprietary software computer pro- 
grams and generally available computer hardware and com- 
puter peripherals to operate as a single unit as a means to 
harvest email addresses of specifically targeted individuals 
based on their work experiences and interests, then broad- 
25 casts a job opportunity advertisement to the recipients at the 
harvested addresses and then appropriately sorts and redi- 
rects consequential response to remove databases, or to 
quality control functions or to clients' electronic mail 
addresses and deletes responses from the virtual mail server. 

J ° DESCRIPTION FIG. 1 and FIG. 2 

The Candidate Chaser machine hardware description 
herein is for illustration purposes only. It should be noted 
that the number of general purpose computer processors and 

35 the method for interfacing them, for example KVM's 
(Keyboard, Video, Mouse switch) used, may vary depending 
on the required capacity and improvements in hardware 
available. Factors that would affect required capacity 
include but are not limited to the number of outgoing 

40 mailings projected on a daily basis, the size of the address 
collection lists to which the messages will be directed, the 
frequency of mailings and the number of responses 
expected. 

45 While the number of general purpose computer proces- 
sors included in a single Candidate Chaser unit may be 
increased, perhaps infinitely, the unit always requires at least 
one general purpose computer processor unit. The Candidate 
Chaser machine unit always requires the same types of 

5Q software working in combination as described herein as the 
candidate chaser process. 

The first Candidate Chaser unit constructed and described 
herein was assembled from single general purpose comput- 
ers installed with the Windows 95 Operating System. 

55 Systems other than Windows 95 could be used to conduct 
the candidate chaser process. Other widely accepted oper- 
ating system platform such as Unix, OS2, and Macintosh as 
well as any operating system platforms that may come 
available from time to time could be used provided they 

60 meet the ability to allow for the operation of computer 
software programs necessary to the outcome of the Candi- 
date Chaser process. 

The Candidate Chaser machine presently in operation 
consists of ten general purpose computers manufactured by 

65 the Compaq computer company each equipped with a 150 
mhz pentium processors by Intel, 24 megabytes of ram, a 1.4 
gigabyte hard-drives and 28.8 k internal modem. The units 
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are stacked together one on top of the other, held together by 
a computer rack that is attached to a platform with four sets 
of swiveling wheels. Attached to the rack above the ten 
general purpose computer processors are two video monitors 
one placed above the other. The computer monitors are also 5 
manufactured by Compaq computer company. Above the 
monitors are three switches commonly known as KVM's 
manufactured by a company called Belkin which are used to 
switch the keyboard and monitor and mouse interfaces from 
one general purpose computer to another. The purpose of the 10 
KVM configuration is to reduce the need for monitors, 
mouse's, and keyboards. The operator of the Candidate 
Chaser machine unit and process requires the use of a 
monitor and keyboard to interface with the individual gen- 
eral purpose computers only at certain times during the is 
process. Therefore, it is not necessary to have a number of 
keyboards mice, and monitors equal to the number of 
general purpose computers. 

Specialized cabling connects the computers to the KVM 
switches and the KVM switches to the monitors, mice, and 20 
keyboards. The RJ11 modem ports are connected by cable to 
ten separate telephone trunk lines installed by the telephone 
company on the walls of the facility where the Candidate 
Chaser machine is operated. 

A substitute for the modem connections could be a 25 
network connection, such as ethernet, to a router and sub- 
sequent ISDN, Tl or fraction thereof, T3 or fraction thereof, 
or any other telecommunication link to the Internet that may 
be available. 

Attached to the front of the Candidate Chaser machine is 
a platform that is approximately 36 inches by 12 inches 
providing a flat surface on which the two keyboards and two 
mice can rest. The platform is attached to a swivel mecha- 
nism so the keyboard height may be adjusted for the comfort ^ 5 
of the Candidate Chaser machine and process operator. 

To provide for a means of organized reference and pro- 
cedure manuals, during communication regarding the pro- 
cess and descriptions the individual general purpose com- 
puters are labeled as follows: chaser 101, chaser 102, chaser ^ 
103, chaser 104, chaser 105, chaser 106, chaser 107, chaser 
108, chaser 109, chaser 110. 

Chaser 101 is used to receive mail forwarded from chaser 
110. Chaser 110 forwards certain pieces of received mail to 
chaser 101 so that a program installed on chaser 101 can 45 
extract the address from the any received message then store 
the address in a text file so that it may be imported at another 
time into a file labeled the "remove file" that is referred to 
later in the process. Chaser 101 is programmed to use an 
Internet connection to a mail server so it may download 50 
electronic mail messages sent to said server by chaser 110. 
A software computer program called "Replyman" manufac- 
tured by ExtractorPro (see Prior Art Document #7) is 
installed on chaser 101 and serves the purpose to extract the 
addresses from the downloaded messages and store them 55 
into a text file. It is not required that the software "Reply- 
man" be used to execute this process. A programmer expe- 
rienced in this technology could write a simple program to 
perform this task using any of an assortment of language 
compilers such as C, Basic, Assembler, or Cobol. 60 

Chaser 102 is configured to establish a connection with a 
server providing smtp access for the purpose of delivering 
electronic mail. A software program called "ExtractorPro 
Mailer" is installed for the purpose of importing data from 
text files created by the other chaser harvesting units which 65 
are installed on chaser 103, 104, 105, 106, 107, 108, 109. 
Chaser 102 is equipped with the mailing program so that it 
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may import the addresses from the text files, provide for the 
compilation of a job opportunity advertising message, a 
subject and a from field. The software also completes the 
broadcast of the message to all the extracted addresses 
through a smtp channel or multiple smtp channels over the 
Internet. In addition to ExtractorPro mailing program there 
arc similar computer software programs available to accom- 
plish the same purpose as ExtractorPro 's. Those computer 
programs included but are not limited to computer software 
packages called MachlO, Stealth, and NetContact. The capa- 
bilities and details regarding these computer software pro- 
grams are included in the Prior Art Documents attached to 
this application. Chaser units 103, 104, 105, 106, 107, 108, 
and 109 are installed with computer program software called 
"Web Weasel" which is described in the attached Prior Art 
Document #7. Based on operator commands, the Web Wea- 
sel software executes a search of the Internet seeking web 
sites that contain the keywords entered by the Candidate 
Chaser Machine and Process operator and then download 
the text of the discovered web sites into the memory of the 
general purpose computer and then compare the text of the 
web site to an algorythm that recognizes a combination of 
characters which represent an electronic mail address and 
then store the electronic mail addresses into a database or 
text list for export to the mailing broadcast computer soft- 
ware at a later stage in the process. The Candidate Chaser 
Machine must be installed with computer software program 
that will enable it to search for web sites containing operator 
entered keywords and extract electronic mail addresses from 
the discovered web sites. It is not necessary for a Candidate 
Chaser Machine to be equipped with "WebWeasel" com- 
puter software. There are other computer software programs 
available including but not limited to: Sonic, Web Collector, 
and Net Contact which are described in the Prior Art 
Documents attached to this application. 

OPERATION AND PROCESS DESCRIPTION 
FIG. 1 and FIG. 2 

The typical Candidate Chaser machine consists of one or 
more general purpose computers equipped with 
microprocessor, ram, hard disk drive, a communication 
interface that links the computer(s) to the Internet, one or 
more keyboards and mouse interface, one or more monitors, 
and software to be described later. If one monitor is used 
with multiple computers then a KVM keyboard mouse 
monitor switch box is employed so operator may switch 
monitor and keyboard interfaces between computers. 

The general purpose computers are physically connected 
to a network router that can consist of simple analog 
modems connected to simple telephone lines or more com- 
plex digital routing methods but in all cases access to the 
Internet is necessary. 

Installed commercially available "offline browsing" com- 
puter software enables the operator to instruct the machine 
to locate websites and postings, accessed via the internet, 
which contain operator specified keywords or Boolean com- 
binations and then to download and store the address of the 
located matching websites and postings into memory. The 
address is in the format of the URL (Universal Resource 
Locator)or other address indicator protocols used on the 
Internet. The machine immediately or at another time down- 
loads the text from the files at the addresses which were 
located and stored in memory. 

The keywords and Boolean combinations entered into the 
machine should be closely related to the experiences, 
interests, capabilities, professional titles or talents desired in 
applicable job candidates. 
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The operator may instruct the machine to locate Hyper 
Text Markup Language Links, which are embedded 
addresses to other files on the Internet, on any of the website 
pages or postings turned up by the search. The operator may 
instruct the machine to follow the Links to their respective 5 
sites and locate more links at those sites. The operator may 
instruct the machine to follow the links as many level as 
desired. The number of link levels to search are determined 
by the focus required of the collection of addresses sought. 

Once the text of a site or posting is downloaded the *o 
machine searches the text of the downloaded file for char- 
acter strings representative of electronic mail addresses and 
saves those addresses in memory or disk storage. Presently, 
the electronic mailing protocol dictates that a filtering algo- 
rithm be used as follows: extract any string of characters that 55 
fits "space"__*@*.*__" space 1 ' where "*" is a wildcard vari- 
able representing any combination of characters. 

The machine continues to download and store site and 
posting addresses and download and store text into memory 
and extract addresses without continued operator action until 20 
all applicable extractions are completed or the operator 
instructs the machine to stop. 

Collections of addresses may be stored in separate elec- 
tronic storage files for repeated retrieval at later times. 

Since the collected addresses are extracted from sites and 
postings containing the specified keywords or Boolean 
combinations, it is reasonable to predict that a consequential 
number of those addresses will belong to individuals with 
experiences, interests, capabilities, professional titles or 3Q 
talents related to those keywords or Boolean combinations. 

Installed commercially available electronic mailing com- 
puter software enables the operator to instruct the machine 
to deliver a specific job opportunity advertising message to 
each address collected into a specific file. The operator types 35 
the copy into the machine keyboard interface and then 
instructs the machine to send the message to a specific 
collection of addresses at a specified time. 

Each message has a "From" field and a "Reply to:" field 
in addition to others. When electronic mail messages are 40 
received, recipients look to the "From" and "Reply to:" 
fields for instructions relating to sending response messages. 
The operator of the Candidate Chaser machine and process 
may insert any electronic mail address into the "From" and 
"Reply to:" fields as she/he may desire. The Candidate 45 
Chaser machine is designed to handle many mailings at one 
time and could be used to serve multiple candidate seeking 
hiring clients. In the case of multiple clients, the "From" and 
"Reply to:" fields could contain the electronic mail address 
of the client for each given job opportunity message. Thus, 5 0 
each client would receive response to their message directly. 

There are reasons why the operator of the Candidate 
Chaser machine might want to filter responses before 
received by the client. First, a significant percentage of the 
response is error messages due to the fact electronic mail 55 
addresses are terminated often without forwarding instruc- 
tions. Second, a percentage of responses are requests to be 
removed from future mailings. Third, a significant percent- 
age of messages are "thanks but no thanks but keep me 
notified of other stufY" responses. Fourth, a percentage of 60 
responses are notifications that the recipient is forwarding 
the message to someone that might be more interested. Fifth, 
only a small percentage of responses are from candidates 
that are interested in applying for the job. 

In order to filter responses before they are directed to the 65 
client's electronic mail address the following procedure is 
used: A domain name is registered with InterNIC and the IP 



address location of a virtual mail server is designated. The 
virtual mail server is programmed to deliver all mail to one 
user logon at a specified POP3channel. A single "Virtual 
Mail Server'' (VMS) can be maintained on an Internet 
Service Provider (ISP) host for each Candidate Chaser 
machine or on a private server. The VMS is designated by 
a domain name registered with Internic, for example 
"abcdl23.com". Candidate Chaser clients are assigned Mail 
Accounts to the domain by the Candidate Chaser machine 
operator, for example 1001@abcdl23.com. A Master User 
Name (MUN) for the domain on the VMS, for example 
smr@abcdl23.com, programmed to download all mail 
received into the account no matter what the prefix, is 
programmed into the server. Electronic mail messages to 
potential candidates contain the client's assigned VMS mail 
account in the "Reply" field so that responses are directed to 
the domain and received into the virtual mail server's 
storage. Consequently, the "To;" field in the response mes- 
sage contains the client's mailing account address at the 
Candidate Chaser virtual mail server domain. Mail, directed 
to different clients based on the address in the "To:" field, is 
downloaded from the VMS in a single COMBINED batch 
using the mail computer software program to accessing the 
MUN account. The mail program filters and redirects the 
electronic mail message based on the filters and filter actions 
listed in the paragraphs that follow. 

Mail containing spam complaints or requesting removal 
from lists are directed to the Candidate Chaser machine's 
remove list creating computer software program, which 
presently is ExtractorPro Reply Man but can be any similar 
performing software package, so the addresses are automati- 
cally added to the Candidate Chaser machine's remove list 
and NOT forwarded to the client. Error messages indicating 
non-deliverable messages are deleted and NOT forwarded to 
clients. 

Messages containing resumes and curriculum vitae are 
forwarded to a designated resume collection electronic mail 
address. Any messages that were not forwarded to the 
remove site or deleted for no n -de livery are forwarded to the 
client's personal mail address at their mail server, for 
example: sally@aol.com. Mail that doesn't match any filter 
is forwarded to the quality control staffs' mail address so 
they can inspect it and determine whether filters need 
adjustment. 

Filters are set up using the "Filters" command language of 
any commercially available filter capable mailing computer 
software program. The following filter program is designed 
for a Candidate Chaser machine using ten general purpose 
computers where the computers are referenced by a sequen- 
cial labeling system with the labels as follows: Chase 101, 
Chascl02, Chascl03, Chascl04, ChasclOS, Chascl06, 
Chasel07, Chasel08, Chasel09, ChasellO, where the unit 
referenced as Chase 101 receives messages containing elec- 
tronic mail addresses designated for addition the remove list 

1. Checking Mail option=leave mail on server (Mail will be 
removed from server by filter actions only.) 

2. Every filter is programmed to execute on "incoming" mail 
only. 

2.1. Filters 

2.1.1. Removes to Chase 101 

2.1.1.1. Subject contains "remove" or "spam" action 
equals make subject "Remove" then action equals 
redirect to chasel01@domain.com then server 
option equals "delete" then action equals "Skip 
Rest". 

2.1.1.2. Subject contains "unsubscribe" or "junk" 
action equals make subject "Remove" then action 
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equals redirect to chasel01@domain.com then 
server option equals "delete" then action equals 
"Skip Rest". 

2.1.1.3. Subject contains "garbage" or ''trash" action 
equals make subject "Remove" then action equals 
redirect to chaselOl@domain.com then server 
option equals "delete" then action equals "Skip 
Rest". 

2.1.1.4. Body contains "remove" or "spam" action 
equals make subject "Remove" then action equals 
redirect to chasel01@domain.com then server 
option equals "delete" then action equals "Skip 
Rest". 

2.1.1.5. Body contains "garbage" or "trash" action 
equals make subject "Remove" then action equals 
redirect to chasel01@domain.com then server 
option equals "delete" then action equals "Skip 
Rest". 

2.1.2. Undeliverables Deleted 

2.1.2.1. Subject contains "deliver" or "error" then 
action equals server option "delete" then "Skip 
Rest" 

2.1.2.2. Subject contains "unknown" or "bad" then 
action equals server option "delete" then "Skip 
Rest" 

2.1.2.3. Subject contains "illegal" or "fail" then 
action equals server option "delete" then ''Skip 
Rest" 

2.1.3. Resume attached 

2.1.3.1. Subject contains "resume" or "vitae" then 
action equals redirect to resume@domain.com 

2.1.3.2. Body contains "resume" or "vitae" then 
action equals redirect to resume@domain.com 

2.1.4. Forward to customer everything not deleted and 
matching their address 

2.1.4. 1. To contains XXX@abcdl23.com then action 
equals redirect to user@theirdomain.com and 
server option equals delete and action equals 
"Skip Rest" Notice: every client requires one of 
these filters 

2.1.5. Forward non filtered items to Quality Control 
Person — Theoretically nothing should be available 
to filter and forward to the Quality Control Function 
at this point unless there is a filter programming 
oversight. 

2.1.5.1. To "appears" then redirect to 
qc@qcdomaine.com then server option equals 
delete and "Skip Rest" 
Each Candidate Chaser machine is designated its own 
Master User Name at a Virtual Mail Server where a domain 
name specific to each machine is registered, for example 
"abcdl23.com". ALL mail sent to any variation of 
XXX@abcdl23.com, where XXX represents any desig- 
nated client address assigned to that domain, is downloaded 
in one batch to the mail processing computer software 
program by accessing the assigned user name via the 
assigned POP3 channel. For example the user "SMR" may 
download all mail sent to the domain "abcdl23.com" 
through the POP "mailhost.yourisp.net". In this case the ISP 
maintains the server on its domain called "mailhost.your- 
isp.net". Often the ISP will use the MUN domain as the 
P0P3 channel so that it is possible to download the mail 
using a user name such as "SMR" through the P0P3 channel 
"abed 1 23.com" or whatever other domain name is assigned 
by the ISP. 

The ISP that provides the Virtual Mail Server is not 
necessarily the provider of dial-up access to the server. 
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Therefore, one might dial-up the internet using one ISP such 
as Netcom to get onto the Internet Backbone and then access 
the Virtual Mailserver at a different ISP. The DNS settings 
in the dial-up program (usually entered in the TCP/IP 
5 settings of the dial-up) can be from one ISP while the P0P3 
settings can be from another. 

CONCLUSION, RAMIFICATIONS, AND SCOPE 

Accordingly, the reader will see that the Candidate Chaser 

io Machine and Process automatically locates Internet site 
pages and web postings which contain operator specified 
keywords or Boolean combinations and then extracts all 
email addresses from those pages as well as linked pages to 
as many linking levels as selected by the operator and then 

15 sends a job opportunity description enclosed in an electronic 
mail message to each of the extracted addresses then 
receives responses from recipients of the job opportunity 
message then filters those messages by reading their text and 
forwards only desirable responses to the candidate seeking 

20 client's electronic mail address thusly sparing the client 
interaction with large amounts of irrelevant response while 
presenting viable candidates for a given job opening. 

The Candidate Chaser process does not use a static 
database as its source of addresses but instead takes advan- 

25 tage of the dynamic properties of the Internet where new 
information is added every minute. 

Job opportunity announcements are communicated to 
potential candidates within hours of submission. 

Candidate Chaser job opportunity advertisements are 

30 delivered directly to the worker's email box therefore she/he 
is not required to search for applicable job offerings. 

Workers view the Candidate Chaser job opportunity 
advertisement by choice at their convenience any time night 
or day since the advertisement arrives and resides in the 

35 email message box until they take an action or their software 
automatically discards it based on their previously set filters. 

Job opportunity advertisements broadcast by Candidate 
Chaser stimulate workers to consider new career opportu- 
nities even when they are not actively seeking new employ- 

40 ment thusly expanding the universe of candidates beyond 
those available to the employer through passive advertising 
methodologies. 

Specific job opportunity ads are only broadcast to spe- 
cifically applicable individuals who made their email 
addresses available on their resumes, on web pages indicat- 
ing subject matter related to the job opening or on new group 
postings where subjects related to the job opening were 
specifically discussed. 

5Q Individuals adverse to receiving additional job opportu- 
nity advertisements easily eliminate their addresses from 
any potential future mailings by typing "remove" into the 
message subject heading and executing their mail programs 
"reply" command. 

55 The customized harvesting of email addresses focused on 
the specific needs of each job opportunity advertisement 
individually results in relatively low quantities of advertise- 
ments broadcast and therefore, much less broadcast band- 
width is wasted due to non-applicable recipients. 

60 The Candidate Chaser process costs less per hire to 
operate than many other recruitment methods. 

Responses to electronically mailed advertisements are 
automatically processed through software filters presenting 
job opportunity advertisers with responses from interested 

65 candidates only. 

The scope of this invention is limited to operating the 
combination of types of computer hardware, types of tele- 
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comunication hardware, and types of computer software 
programs and their operation in a specified manner as 
described herein consistent with achieving the objectives of 
the process set forth herein. Although the description above 
contains many specificities, these should not be construed as 5 
limiting the scope of invention but as merely providing 
illustrations of the presently preferred embodiments of this 
invention. For example, the search for web sites containing 
operator specified keywords may be executed using com- 
puter software programs not yet designed, created or avail- in 
able instead of the computer software program listed in the 
description. 

Thus the scope of the invention should be determined by 
the appended claims and their legal equivalents, rather than 
by the examples given. 15 

I claim: 

1. A computer-implemented method comprising — 
performing the following steps in the following sequence: 

a. searching the Internet 

20 

b. locating an Internet page or web posting, 

c. reading at least a part of the text of said Internet page 
or web posting 

d. comparing said text against at least one user defined 
criteria for an individual with specifically defined pro- 25 
fessional qualifications, 

e. sorting said Internet page or web posting according to 
the presence or absence of said user defined criteria and 
for Internet site pages or web postings meeting said 
user defined criteria, electronically extracting from said 30 
Internet site page or web posting an e-mail address, and 

f. sending to said extracted e-mail address an electronic 
mail message. 

2. The method of claim 1, wherein said reading comprises 
reading substantially all of said text. 

3. The method of claim 1, wherein said comparing step is 
performed by comparing said text to an operator specified 
keyword or Boolean combination. 

4. The method of claim 1, wherein said comparing step is 
performed using a rules based technology (such as natural 40 
language screening). 

5. The method of claim 1, wherein said user defined 
criteria for an individual with specifically defined profes- 
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sional qualifications, comprises at least one rule to identify 
whether said text comprises a resume for a potentially 
appropriate candidate. 

6. The method of claim 1, wherein said user defined 
criteria for an individual with specifically defined profes- 
sional qualifications, comprise previous candidate search 
results. 

7. The method of claim 1, wherein said sorting comprises 
calculating a "score" for said Internet page or web posting 
and ranking said Internet page or web posting by said score. 

8. The method of claim 1, wherein said user defined 
criteria for an individual with specifically defined profes- 
sional qualifications, comprises at least one rule to identify 
whether said text comprises a resume for a potentially 
appropriate candidate; and wherein said sorting comprises 
calculating a "score" for said Internet page or web posting 
and ranking said Internet page or web posting by said score. 

9. The method of claim 1, wherein said sorting generates 
a score for said Internet page or web posting, said score 
enabling said Internet page or web posting to be ranked by 
score; and wherein said sending is done only if said score 
satisfies a threshold value. 

10. The method of claim 1, wherein said electronic mail 
message comprises information on the potential availability 
of a job opportunity. 

11. The method of claim 1, wherein said method is made 
available to a customer on a subscription basis for direct 
access by said customer over the Internet via a standard Web 
browser. 

12. The method of claim 11, further comprising: 

g. receiving at least one response to said electronic mail 
message. 

13. The method of claim 12, further comprising: 

h. analyzing said response according to at least one user 
defined relevancy criteria to identify whether said 
response is desirable. 

14. The method of claim 13, further comprising: 

i. forwarding said response to a client. 

15. The method of claim 14, wherein said response is 
forwarded to said client only if said response meets said 
relevancy criteria. 
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I. AMENDMENT 



A. In the Specification: 

Please amend the Specification at page 1, first paragraph, to read : 

This application is a Continuation of Serial Number 08/984,650, now issued as 
1 5 U.S. Patent No. 6,381.592 . 

A clean copy of the replacement paragraph as amended thus reads: 

This application is a Continuation of Serial Number 08/984,650, now issued as 
U.S. Patent No. 6,381,592. 

20 II. REMARKS 

A - The 1 12 second paragraph Rejections 

1. "Linked web pases " 

In claims 9 and 16, the claim term "linked web pages" is believed unclear because "It is 
not clear what the web pages are linked to." 
25 The web pages referred to are linked to other web pages (e.g., the web page recited in 

corresponding independent claim 6 and 13, at element a). This is understood in the art; the term 
"linking" is understood in the art to mean using a HTML (or another web-based language, such 
as XML) hyperlink command to reference the linked object (e.g., the linked web page). 

2. "As many linking levels as desired" 

30 In claims 9 and 16, the phrase "as many linking levels as desired" is believed unclear. 

The Examiner interprets the term to "encompass one level, multiple levels, or no levels at all." 
The Examiner's interpretation is correct; this is exactly what the phrase means. 



Stephen Michael REUNING 
Serial No. 09/897,826 
Art Unit 2 175 
Examiner Samuel RIMMEL, Esq. 

3. "Advanced natural language screening technology" 

In claims 1 1 and 1 8, the phrase "advanced natural language screening technology" is 
believed unclear. Reconsideration is requested, because this phrase appears understandable by 
one of skill in the art. The web-site for WebHire, Inc. says "It uses advanced natural language 
screening technology to filter out non-relevant information, while uncovering the resumes other 
research tools miss." See Petition To Make Special at page 4, line 6-9 (emphasis added) (copy 
attached). Furthermore, in reviewing the parent '592 patent, the Examiner found statutory the 
phrase "a rules based technology (such as natural language screening)." Thus, Applicant 
believes the phrase "advanced natural language screening technology" is clear. 

If the Examiner believes the claim term is not clear, however. Applicant respectfully 
requests the Examiner enter an Examiner's Amendment replacing the phrase "advanced natural 
language screening technology" with the claim term "a rules based technology (such as natural 
language screening)," a claim term the Examiner found statutory in the parent '592 patent. 
Because that amendment is not a narrowing amendment, it does not limit the scope of 
equivalents. See Festo Corp. v. Shoketsu Kinzoku Kogvo Kabushiki Co .. 535 U.S. _ (May 28, 
2002). 

4. The intended Use of the filter 

Regarding claim 1, "No patentable weight is attributed to the intended usage of the filter 
for searching web pages." In other words, The Patent Office believes the phrase "to identify in 
said web page the presence or absence of specifically defined professional qualifications" is 
superfluous language without any legal effect. Applicant respectfully notes that superfluous 
language without any legal effect may mislead the public regarding the ambit of the claim. 
Applicant wants the most clear claim possible. Applicant accordingly reserves the right to 
amend the claim to expressly delete the phrase "to identify in said web page the presence or 
absence of specifically defined professional qualifications." Applicant will, however, hold this 
potential formal amendment in abeyance pending resolution of all other questions of 
patentability. 
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B. The 102(e) Rejection over Tavlnr 

Claims 1 and 6-19 stand rejected as anticipated under 35 USC 102(e) over Taylor. 
Reconsideration is requested, because the Patent Office has already reviewed Taylor and found 
Taylor does not anticipate the invention. 

1. The Prior Art 

The immediate application is a continuation of U.S. Letters Patent 6,381,592. In the 
parent application, Taylor was of record. See Notice of References Cited at Document B (14 
Dec. 1999). As explained in the parent case, the prior art includes various data bases where job 
openings can be listed and where candidates can submit their resumes. This art includes non- 
computer art such as newspaper and radio help-wanted or help-available classified 
advertisements. The art also includes computer based things like internet-based job-opening 
bulletin boards or resume data bases. Examples include McGovern (US 5,978,768) and the 
various "Other Publications" cited therein as prior art {e.g., www.monsterboard.com, 
www.hotjobs.com, www.careermosaic.com, www.futurestep. com). The computer based prior 
art, however, has functioned simply as electronic analogs of the non-computer art, broadcasting 
information on current job openings, and accepting resumes from candidates who are actively 
seeking employment. 

For any job opening, however, many potentially excellent candidates may not be actively 
seeking employment when the job becomes available. Thus, these candidates will not 
necessarily get the information posted in the employment classified ads or the various internet 
job sites. Further, because these potentially excellent candidates may not be actively seeking 
employment, they may not circulate their resumes widely - if at all. Saliently, all of the prior art 
requires a potential candidate to search job op enings (in the newspaper or the internet job sites, 
for example), write a resume , and then send the resume to a newspaper or internet site for storage 
in a data base and review. Potential candidates who do not do all of this, do not show up in the 
prior art resume data bases. Employers thus never get a chance to consider these candidates. 
This is unfortunate, because the very best candidates often are not currently seeking 
employment, and thus never get considered. 
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The claimed invention solves this problem. Rather than forcing a candidate to actively 
seek employment, the claimed invention can actually search for and find potential candidates, 
even candidates who are not actively seeking employment, and do not even have a resume 
prepared at all. That's why Mr. Reuning calls his invention the "Candidate Chaser" - it chases 
good talent down, rather than waiting for good talent to find it. Thus, in contrast to the prior art. 
the claimed invention dispenses entirely with the requirement for a written resume, a data 
structure for uploading resumes, and the user interface required to make resume uploading easy. 
Unlike the prior art, the claimed invention can work without these structures at all. 1 

2. Taylor 

In the parent '592 case, Taylor was of record. Taylor was expressly found to not enable 
the Applicant's invention. 

Taylor teaches the use of a data base of resumes. Taylor explains, at col. 5, lines 30-35, 
"The resume base (105) is an electronically stored database. The resume base is a collection of 
resumes stored in electronically readable memory. The resume records will advantageously 
include fields specifying name, address, telephone number, E-mail address and narrative fields." 
Taylor therefore teaches storage and retrieval of e-mail address data fields in a data base; Taylor 
does not teach extraction of e-mail addresses from web content. 

On its previous review of Taylor, the Patent Office ruled, "Taylor only performs the 
comparison of text and does not suggest any extraction step involving e-mail. There is no 
evidence that it would have been obvious to modify Taylor to perform extraction of e-mail 
addresses." Office Action pg. 2, % 3 (03 Jul. 2001) (emphasis added). 2 The Patent Office 



Applicant further explained, "Sabotka discloses searching a resume data structure; Clark discloses a resume data 
base; and Krellenstein discloses a method for searching a database. Combining these references with Helfman 
(legally impermissible) makes an improved searchable database. In contrast, the applicant discloses and claims a 
way of searching the Internet to find potential candidates, without requiring a data base of job openings or resumes 
at all." Amendment at 6-7 (3 Dec. 2000). The Patent Office agreed with this analysis and withdrew the rejections. 

- As an aside, Applicant disagrees with each of the factual assertions set forth in the OFFICE ACTION at page 3, lines 
1-5. Specifically, Taylor does not teach a resume base (105) containing web pages. Nothing in Taylor suggests the 
iterative search engine (106) "can locate web pages from a database of records." Taylor at col. 6, lines 58-60 does 
not teach presenting e-mail addresses - nor anything else - as hyperlinks; the cited section does not even mention 
hyperlink" at all. The cited section does not enable - nor even mention - "Clicking on such a hyperlink pops up an 
e-mail system which extracts the e-mail address." 
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concluded that Taylor does not teach - nor even mention - extraction of e-mail addresses from 
web content, and that Taylor can not anticipate the invention as a matter of law. 3 

C Obviousness over "judicial notice" 

/. Judicial Notice of thisjhct /7/ggg/ 

Claims 2-3 stand rejected as obvious over Taylor "in view of Official Notice." 

The Office Action acknowledges that Taylor does not teach "relevancy scoring." The 
Office Action, however, takes judicial notice that (i) "relevancy scoring for search results is 
very well known in the art of database searching," (ii) "It would have been obvious to one of 
ordinary skill in the art to modify Taylor to include relevancy scoring of results," and (iii) 
"relevancy scoring of results to reduce the need to review a large number of hits [] is very well 
known in the art." While the Examiner's three factual assertions might be correct, they are 
illegal. 

Factual assertions (i) and (iii) are illegal, because judicial notice cannot be used to 
establish what is "very well known in the art." This is because facts concerning the state of the 
art are "not amenable to the taking of [judicial] notice." In re Evnde . 178 USPQ 470, 474 
(C.C.P.A. 1973) ("The facts concerning the state of the art are normally subject to the possibility 
of rational disagreement among reasonable men and are not amenable to the taking of 
[judicial] notice. If evidence of the knowledge possessed by those skilled in the art is to be 
properly considered, it must be timely injected into the proceedings"). If evidence regarding 
skill in the art is to be considered, it must be provided by a reference. Id. Thus, "[assertions of 
technical facts in areas of esoteric technology must always be supported by citation to some 
reference work recognized as standard in the pertinent art. ... Allegations concerning specific 
'knowledge' of the prior art ... should also be supported. ... The facts so noticed . . . should not 
comprise the principle evidence upon which rejection is based." In re Ahlert . 165 USPQ 418, 
420 (C.C.P.A. 1970). 



J N.b., The Patent Office appears collaterally estopped from disavowing its prior decision regarding Taylor. See ]n 
re Lundberp and Zuschla^, 126 USPQ 412, 414 (CCPA 1960) ("patentability over the prior art is not reconsidered as 
a virgin problem. On the contrary, the prior decision stands, right or wrong, for all disputed issues there decided."). 
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Likewise, factual assertion (ii) is illegal because a suggestion to combine cannot be based 
on a judicially-noticed fact. Ex parte Grochowski . No. 95-1343 at 5 (B.P.A.I. June 27, 1995). 

Relying on judicial notice of what a skilled artisan would envision - or that a combination 
would have been obvious - is reversible error. Ex parte Nouel . 158 USPQ 237 (B.P.A.I. 1967). 
5 For these rejections to be maintained, Examiner must produce an Affidavit of References 
proving each of the three factual assertions. 

III. SUMMARY 

In light of the amendments and these remarks, withdraw of all rejections is believed 
required as a matter of law. 
10 Respectfully submitted, 



1 5 Marjc Pohl, Reg. No. 35,325 
23JWy 2002 



Pharmaceutical Patent Attorneys, Pohl & Assoc., LLC 
55 Madison Avenue, 4th floor (P 4014) 
20 Morristown, NJ 07960-6397 Etats Unis / U.S.A. 

Direct: Mark.Pohl@LicensingLaw.Net 
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United States Court of Customs and Patent Appeals. 

Application of Arthur B. STEELE, Jr., Edward J. Mills, Jr., 
and Donald G. Leis. 

Patent Appeal No. 6719. 

July 25, 1962. 

Proceeding on appeal from the Patent Office, Serial No. 
532,283. The Court of Customs and Patent Appeals, Smith, 
J., held that record of proceeding on application for patent 
on 'Polyoxyal-kylene Products' disclosed such substantial 
confusion at all levels of prosecution as to proper 
interpretation to be given appeal claims as to require 
reversal of rejection, which was based on alleged 
obviousness. 

Reversed. 

Worley, Chief Judge, dissented. 

West Headnotes 

[1] Patents €=16(3) 

291kl6(3) Most Cited Cases 
(Formerly 291kl8) 

Rejection of patent on ground that claimed invention would 
be obvious to one skilled in prior art should not be based on 
speculations and assumptions as to meaning of terms 
employed and as to scope of claims. 35 U.S.C.A. § 103. 

[2| Patents £=>113(8) 

29 1 k 1 1 3(8) Most Cited Cases 

Record of proceeding on application for patent on 
"Polyoxyalkylene Products" disclosed such substantial 
confusion at all levels of prosecution as to proper 
interpretation to be given appeal claims as to require 
reversal of rejection, which was based on alleged 
obviousness. 35 U.S.C.A. §§ 103, 1 12. 

[3] Patents €=113(8) 

291 kl 13(8) Most Cited Cases 

Upon determination that rejection of patent claims had been 
due to unsupported speculation and assumptions as to scope 
of claims, Court of Customs and Patent Appeals reversed 
with suggestion that claims be reviewed to insure 
compliance with statute governing specifications. 35 
U.S.C.A. § 112. 

Patents €=328(2) 

291k328(2) Most Cited Cases 



2,677,700. Cited as prior art. 

**859 *1295 J. Hart Evans, Louis C. Smith, Jr., New York 
City, and Paul A. Rose, Washington D.C, for appellants. 

Clarence W. Moore, Washington, D.C. (Joseph Schimmel, 
Washington, D.C, of counsel), for the Commissioner of 
Patents. 

Before WORLEY, Chief Judge, RICH, MARTIN, and 
SMITH, Judges, and Judge WILLIAM H. KIRKPATRICK. 
[FN*] 

FN*. United States Senior District Judge for the 
Eastern District of Pennylvania, designated to 
participate in place of Judge O'CONNELL, 
pursuant to provisions of Section 294(d), Title 28, 
United States Code. 



SMITH, Judge. 

The Steele et al. U.S. patent application Ser. No. 532,283, 
filed Sept. 2, 1955 relates to 'Polyoxyalkylene Products' 
which the specification* 1296 says are chemical compounds 
having surface active properties. The specification asserts 
they are 'useful as detergents either alone or fortified with 
builders, as emulsifying agents for aromatic hydrocarbons in 
water, and as dispersing agents.' 

The appealed claims were rejected by the examiner as 
'lacking invention' over the prior Jackson et al. U.S. Patent 
No. 2,677,700 which issued May 4, 1954. In affirming this 
rejection, the Board of Appeals stated that 'appellants' 
claimed compositions would be obvious,' considering the 
Jackson et al. disclosure as a whole. The rejection on appeal 
appears, therefore, to be based on 35 U.S.C. § 103 and shall 
be so treated in this opinion. 

Appellants have selected claims 1 and 13 as typical of those 
on appeal. These claims are as follows: 

'1. A polyglycol product consisting of a hydrophobe 
comprising an aliphatic monohydric alcohol containing 
between 1 and 8 carbon atoms having attached thereto a 
heteric mixed chain of ethylene oxide and 1, 2-propylene 
oxide groups, the weight ratio of ethylene oxide groups to 1, 
2-propylene oxide groups being between 5 to 95 and 15 to 
85 and the average molecular weight of said hydrophobe 
being at least 1000; and attached to said mixed chain a 
hydrophile **860 comprising a chain of ethylene oxide 
groups, the weight ratio of hydrophile to hydrophobe being 
between 0.8 to 1 and 1.2 to 1. 

13. A polyglycol product consisting of a hydrophobe 
comprising an aliphatic monohydric alcohol containing 
between 1 and 8 carbon atoms having attached thereto a 



Copr. © West 2002 No Claim to Orig. U.S. Govt. Works 
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heteric mixed chain of ethylene oxide and 1, 2-propylene 
oxide groups, the weight ratio of ethylene oxide groups to 1 , 
2-propylene oxide groups being about 10 to 90 and the 
average molecular weight of said hydrophobe being at least 
1000; and attached to said mixed oxide chain a hydrophile 
comprising a chain of ethylene oxide groups, the weight 
ratio of hydrophile to hydrophobe being about 1 to 1.' 

As pointed out in the Jackson et al. reference the 'surface 
active agent art is old and it is a well recognized principle 
that all such agents are relatively large molecules that 
contain both hydrophobic and hydrophilic elements,' and 
further, that 'It is recognized that to obtain optimum surface 
active properties it is desirable to have a proper balance 
between hydrophobic and hydrophilic elements.' [FN1] 

FN1. The following from Webster's New 
International Dictionary, 2d Ed. (1949) is relevant: 
hydrophile * * * adj. * * * Physical chem. Having 
or denoting a strong affinity for water; * * *, 
hydrophobe * * * adj. * * * Lacking strong affinity 
for water; * * *. 

The relevant surface active agents disclosed by Jackson et 
al. are polymeric products in which each molecule contains 
two linked polyoxyalkylene chains, one hydrophobic and 
the other hydrophilic. For example, a polyoxy propylene 
chain will serve as the hydrophobic element and is formed 
by 'condensing' propylene oxide with 'an active hydrogen 
compound.' A polyoxyethylene chain will serve as the 
hydrophilic element and this in turn is formed by 
'condensing' said hydrophobic element with ethylene oxide. 

*1297 As active hydrogen compounds, Jackson et al. prefer 
those which: [FN2] 

FN2. In addition to the specific compounds set 
forth herein, Jackson et al. list 29 other specific 
preferred compounds within 5 other compound 
classes. 

'* * * contain therein only aliphatic groups containing 1 to 5 
carbon atoms as for example: 

Aliphatic alcohols such as methanol, ethanol, propanol, 
isopropanol, butanol, secondary butanol, tertiary butanol, 
n-amyl alcohol, the monomethyl ether of ethylene glycol, 
the monomethyl ether of diethylene glycol, 
2-choloroethanol, etc' 

Jackson et al. also state: 

'A fundamental feature of this invention resides in the 
discovery that polyoxyalkylene chains, wherein the 
oxygen/carbon ratio is equal to or less than 0.33, are 
sufficiently hydrophobic at a critical chain length to serve as 



the hydrophobic element of surface active agents.' 

The teaching of the patentees is clear that a polyoxyethylene 
chain would have an oxygen/carbon ratio of 0.5 while a 
polyoxypropylene chain would have a ratio of 0.33. Further, 
to produce a polyoxyalkylene chain with an oxygen/carbon 
ratio less than 0.33, 1, 2-alkylene oxides [FN3] with a 
higher carbon content would be required. Examples of such 
oxides, according to Jackson et al., are butylene oxide and 
amylene oxide. 

FN3. The generic term '1, 2-alkylene oxide' 
appears to include ethylene oxide and propylene 
oxide. 

The surface active agents disclosed by appellants differ in 
certain respects from the agents of Jackson et al. which we 
have just described. Appellants' surface active agents are 
'prepared by the addition of controlled quantities of ethylene 
oxide to a hydrophobe of minimum molecular weight made 
by the heteric addition of a mixture of 1, 2-propylene oxide 
and ethylene oxide to an aliphatic monohydroxy alcohol.' 
Said hydrophobe must be prepared from a mixture of 
ethylene **861 oxide and propylene oxide containing 5 to 
15 percent by weight of the ethylene oxide, and must have 
an average molecular weight of least 1000. [FN4] Stated 
examples of the 'aliphatic monohydroxy alcohol 1 are 
'n-butanol, 2-ethylhexanol, methanol, ethanol, n-propanol, 
isobutanol, 2-ethylbutanol, n-heptanol and isopropanol.' 

FN4. Jackson et al. state that the number of 
oxyalkylene units in the hydrophobe, expressed as 
'n', 'must be greater than 6.4'. Using oxypropylene 
(which has an oxygen/carbon ratio of 0.33) as the 
unit, the minimum molecular weight of Jackson et 
al.'s hydrophobe can be calculated to be about 371. 

It seems apparent to us that appellants' hydrophobic 
element, as disclosed in their specification, containing as it 
must a polyoxyalkylene chain with both oxypropylene and 
oxyethylene units, would not be in accord with what 
Jackson et al. have termed the 'fundamental feature' of their 
invention, namely that the polyoxyalkylene chains of their 
hydrophobic element have an oxygen/carbon ratio of 0.33 or 
less. In other words, it seems to us appellants have gone 
beyond the *1298 express limits of Jackson et al. and have 
discovered that a mixture of proplylene oxide and ethylene 
oxide is effective as a hydrophobic element of a surface 
active agent. 

Appellants sought to overcome the rejection on the Jackson 
et al. reference by comparative tests which are described in 
the several affidavits of record. In affirming the examiner's 
rejection that the 'single comparison' made in the tests does 
not establish patentability of the wide range of compositions 
being claimed, the board stated: 
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'* * * the affidavits may be accepted as demonstrating the 
superiority of the samples of appellants' polymers employed 
in these tests over samples of the polymers of the reference 
patent. We agree however with the examiner's holding that 
the affidavits do not establish the patentability of the wide 
range of compositions covered by the appealed claims.' 

We are unable to understand the board's phrase 'patentability 
of the wide range of compositions covered by the appealed 
claims.' This becomes even more of an enigma when we 
study the board's opinion and find that the board supports its 
position by saying: 

'The language of these claims, including such terms as 
'comprising an aliphatic monohydroxy alcohol containing 
between 1 and 8 carbon atoms', (covering such alcohols as 
the monoalkyl ethers of ethylene glycol used by Jacksons et 
al.) and 'comprising a chain of ethylene oxide groups' 
(allowing the inclusion of such water solubilizing groups as 
the sulphate, phosphate and borate of Jackson et al.), cover 
compounds which are more nearly akin to detergents 
described by the reference than the materials actually 
disclosed in appellants' specification. In these 
circumstances, the reported comparisons fall short of 
indicating the patentability of the appealed claims.' 

While the claims on appeal contain the language quoted by 
the board, we do not find in appellants' specification any 
composition, let alone a 'wide range' of compositions, which 
supports the board' position that 'a wide range of 
compositions is covered by 'the appealed claims.' 

Reference to claim 1 indicates that the 'product' therein 
recited consists of a 'hydrophobe' and a 'hydrophile' which, 
as claimed, are said to comprise, respectively, a 'chain of 
ethylene oxide and 1, 2-propylene oxide groups,' and a 
'chain of ethylene oxide groups.' Consultation of numerous 
technical dictionaries and text books indicates that the terms 
'ethylene oxide* and '1, 2-propylene oxide,' as used by those 
skilled in this art, designate chemical compounds or 
molecules and not 'groups' as claimed. A chemical 'group' 
appears to be but part of the structure of a complete 
molecule. There is nothing in the specification to indicate 
that these terms are used in the claims in other than their 
accepted **862 technical meanings. We question, therefore, 
whether the disclosed compound can be said to comprise 
either a 'chain of ethylene oxide groups' or a 'chain of 
ethylene *1299 oxide and 1, 2- propylene oxide groups' as 
claimed. It appears from the specification that ethylene 
oxide and 1, 2-propylene oxide are used solely as reactants 
to produce these chains so that after the reaction these 
starting materials are not present per se as 'chain' units. 

Next, we observe that the 'hydrophobe' portion of the 
claimed 'product' comprises 'an aliphatic monohydric 
alcohol containing between 1 and 8 carbon atoms having 



attached thereto a heteric mixed chain.' [FN5] It is our 
understanding that even in the case of the simplest alcohol, 
methanol, CH(3)OH, there is more than one possible point 
of attachment and more than one possible mode of 
attachment for such a 'chain.' For example, the alcoholic 
hydroxy group might be left intact or might be altered when 
the 'chain' is 'attached* to said 'alcohol.' The specification 
actually discloses only the use of the alcohol as a reactant 
which is transformed into a non-alcoholic group, 
specifically either an alkyl or an alkoxy group, [FN6] when 
it becomes a part of the final 'polyoxyalkylene monoalkyl 
ether' or 'alkel monoether of a heteric 
oxyethylene-oxypropylene diol,' these being the only type of 
'polyglycol product' [FN7] disclosed. 

FN5. We question whether an alcohol 'containing 
between 1 and 8 carbon atoms' includes methanol 
and 2-ethylhexanol as required by dependent 
claims 17 and 21, respectively. 

FN6. In the case of methanol, these would be 
methyl, CH(3-), or methoxy, CH(3)0 (-). 

FN7. Hackh's Chemical Dictionary, 3d Ed. (1944), 
defines 'polyglycol' as: 'A dihydroxyether formed 
from two or more glycol molecules by 
dehydration.' \ 

Thus the 'product' claimed has been defined in claim 1 
partially in terms of the reactants used to produce it, namely 
the aliphatic monohydric alcohol, ethylene oxide, and 1, 
2-propylene oxide. To this extent, this claim, and the other 
appealed claims, are of a product-by-process nature. 
However, other claim terms such as 'polyglycol' and 'chain' 
can be construed reasonably only as references to the 
structure of the claimed 'product.' 

The interpretation of the claim, which was apparently 
adopted by the Patent Office, if we properly understand the 
rejection, is that the claim covers each chemical compound 
which would be produced in the reaction of the monohydric 
alcohol with the mixture of the ethylene and propylene 
oxide called for in the claim. The difficulty we find with this 
interpretation is that it ignores the term 'heteric' which is 
present in the claim. Applicant contends that the word 
'heteric' refers to random distribution of the oxyethylene and 
oxypropylene groups in the hydrophobe. If the claim is 
construed as a claim generic to all possible individual 
compounds, as the examiner and the board appear to have 
done, the concept of a 'mixed chain 1 might apply to the 
hydrophobe. However, this interpretation ignores the 
concept of randomness which is inherent in the term 
'heteric*. We think the term 'heteric' in the claims requires 
that a large number of different configurations of the 
hydrophobe be present at the same time. 
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*1300 [1] Our analysis of the claims indicates that 
considerable speculation as to meaning of the terms 
employed and assumptions as to the scope of such claims 
were made by the examiner and the board, we do not think a 
rejection under 35 U.S.C § 103 should be based on such 
speculations and assumptions. There is an admission by the 
board that the affidavits submitted show superiority of 
'samples of appellants' polymers employed in these tests 
over samples of the polymers of the reference patent'. 
Before it can be held that the claims on appeal cover 'a wide 
range of compositions,' it is essential to know what the 
claims do in fact cover. As we have previously indicated, 
our analysis of the claims leaves us in a quandary as to what 
in fact is covered by them. We think the **863 examiner 
and the board were wrong in relying on what at best are 
speculative assumptions as to the meaning of the claims and 
basing a rejection under 35 U.S.C. § 103 thereon. 

[2] Our study of the lengthy record of the Patent Office 
prosecution provides ample support for our conclusion that 
substantial confusion exists in the record at all levels of the 
prosecution as to the proper interpretation to be given to the 
appealed claims. We believe that this confusion arose and 
has continued because the claims do not particularly point 
out and distinctly claim the invention as required by 35 
U.S.C. § 112. 

We therefore have decided to resolve the issue herein by 
reversing the decision below because we find it based on 
unsupported speculative assumptions. 

[3] Our decision is not to be construed as meaning that we 
consider the claims on appeal to be patentable as presently 
drawn. These claims should, it seems to us, be reviewed to 
insure compliance with 35 U.S.C. § 112. See In re Citron, 
251 F.2d619,45 C.C.P.A. 773. 

The decision of the Board of Appeals is reversed. 

*1295 Reversed. 



*1300 MARTIN, Judge (concurring). 

I agree with the majority that the board erred in rejecting on 
35 U.S.C. § 103 the claims at bar since the rejections were 
based on meanings of the claims which were established by 
'speculative assumptions' of the board. However, I know of 
no statute, nor does the majority cite one, which gives this 
court the authority to point out to the board a possible new 
basis for rejection that the board may have overlooked in 
this case. [FN1] It seems to me that such judicial prompting 
is unwarranted. In my opinion that court has no right to take 
this action which may affect adversely litigants' rights in the 
claims as drawn. 



FN1. No statutory authority is cited by this court 
for taking similar action in In re Citron, 251 F.2d 
619, 45 C.C.P;A. 773. 

*1301 WORLEY, Chief Judge (dissenting). 

I respectfully suggest that the quandary in which the 
majority finds itself is purely of its own making and wholly 
unnecessary. Applicants for patents have complete freedom 
in phrasing their claims. If the language they employ is of 
such a nature as to run afoul of the prior art, as is clearly the 
case here, then the Patent Office is obliged to reject such 
claims. They have properly done so here. 

The examiner, the board, and appellants agree that the 
claims call for a compound. Despite that accord by those 
presumably skilled in this particular art, the majority feels 
obliged to disregard that unanimity of view and substitute 
instead our own limited knowledge of advanced chemistry. 

I would remind my colleagues that Congress has seen fit to 
restrict the jurisdiction of this court. 35 U.S.C. § 144 clearly 
states that our decisions 'shall be confined to the points set 
forth in the reasons of appeal.' Since the parties agree what 
the claims cover, this court has no authority to go so far 
afield as it is doing here. 

The majority concludes by saying: 

'Our decision is not to be construed as meaning that we 
consider the claims on appeal to be patentable as presently 
drawn. These claims should, it seems to us, be reviewed to 
insure compliance with 35 U.S.C. 1 12. See In re Citron, 251 
F.2d619, 45 C.C.P.A. 773'. 

I agree with the first sentence since our decisions should 
never be construed as deciding any issues other than those 
raised in the reasons of appeal. However, this court has no 
business suggesting to the Patent Office that it review 
matters not raised in the reasons of appeal. If Citron stands 
for such a proposition, the quicker it is overruled the better 
for the litigants, the Patent Office and this court. 

305 F.2d 859, 49 C.C.P.A. 1295, 134 U.S.P.Q. 292 

END OF DOCUMENT 
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United States Court of Customs and Patent Appeals. 
Application of Wilhelm AHLERT and Ernst Kruger. 
Patent Appeal No. 8232. 

April 30, 1970. 

Proceeding in matter of application for patent. The Patent 
Office Board of Appeals, serial No. 426,838, affirmed 
decision of examiner rejecting all involved claims as 
unpatentable over prior art, and applicant appealed. The 
Court of Customs and Patent Appeals, Baldwin, J., held that 
method and apparatus claims of application for patent 
involving method and apparatus for heat treatment of rail 
welds were properly rejected on grounds of obviousness. 

Affirmed. 

Rich, Acting C.J., concurs in result. 

West Headnotes 

[II Patents €>=*113(6) 

291kl 13(6) Most Cited Cases 

Rule that patent office appellate tribunals, where it is found 
necessary, may take notice of facts beyond record which, 
while not generally notorious, are capable of such instant 
and unquestionable demonstration as to defy dispute will 
always be narrowly construed by Court of Custom and 
Patent Appeals with regard to facts found in such manner 
with eye toward narrowing scope of any conclusions to be 
drawn therefrom. Patent Office Practice Rules, rule 196(b), 
35 U.S.C.A. App. 

[21 Patents €>^97 

291k97 Most Cited Cases 

Assertion of technical facts in areas of esoteric technology 
must always be supported by citation to some reference 
work recognized as standard in pertinent art and applicant 
must be given, in patent office, opportunity to challenge 
correctness of assertion or notoriety or repute of cited 
reference. Patent Office Practice Rules, rule 196(b), 35 
U.S.C.A. App. 

[31 Patents £»97 

291k97 Most Cited Cases 

Allegations concerning specific knowledge of prior art, 
which might be peculiar to particular art, should be 
supported and applicant should be given, in patent-office, 
opportunity to challenge correctness of assertion or 
notoriety or repute of cited reference. Patent Office Practice 



Rules, rule 196(b), 35 U.S.C.A. App. 

[4] Patents C=>113(1) 

291kl 13(1) Most Cited Cases 

Where patent applicant has failed to challenge fact judicially 
noticed by patent office, and it is clear that he has been 
amply appraised of such finding so as to have opportunity to 
make challenges as to correctness of assertion or notoriety 
or repute of cited reference, Board's finding will be 
considered conclusive by Court of Custom and Patent 
Appeals. Patent Office Practice Rules, rule 196(b), 35 
U.S.C.A. App. 

[5| Patents C=*97 

291k97 Most Cited Cases 

Procedural aspects of judicial notice respecting opportunity 
to challenge correctness of assertion or notoriety or repute 
of cited reference are designed with purpose of frilly 
utilizing independent and specialized technical expertise of 
patent office examiners while balancing applicant's rights to 
fair notice and opportunity to be heard, and equally 
important is question of what role facts so found may play 
in evidentiary scheme upon which rejection of claims is 
based. Patent Office Practice Rules, rule 196(b), 35 
U.S.C.A. App. 

[61 Patents €=*113(6) 

29 lk 113(6) Most Cited Cases 

In considering propriety of new facts judicially noticed 
amounting to new ground for rejection, Court of Custom 
and Patent Appeals would take judicial notice that it is not 
uncommon for Patent Office Board of Appeals itself to cite 
new references, in which case new ground of rejection is 
always stated. Patent Office Practice Rules, rule 196(b), 35 
U.S.C.A. App. 

[7| Patents €^113(6) 

291kl 13(6) Most Cited Cases 

Regardless of whether Patent Office Board of Appeals 
actually invoked rule governing decision by Board of 
Appeals and providing for grounds not involved in appeal, 
where grounds for rejection were adequately clear and it 
was not evident that applicants had been denied any 
procedural rights accorded them by rule and applicants 
raised no issue as to new grounds, rejections would be 
treated by Court of Customs and Patent Appeals as having 
been made by Board of Appeals. Patent Office Practice 
Rules, rule 196(b), 35 U.S.C.A. App. 

|8| Patents €>=>16.4 

29 Ik 16.4 Most Cited Cases 
(Formerly 291kl8) 
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Method and apparatus claims of application for patent 
involving method and apparatus for heat treatment of rail 
welds were properly rejected on grounds of obviousness. 35 
U.S.C.A.§ 103. 

Patents €>»328(2) 

291k328(2) Most Cited Cases 

2,882,191, 3,074,704. Cited as reference. 

**1089 *1023 Bryan & Butrum, Roy W. Butrum, James E. 

Bryan, Washington, D.C., attorneys of record, for 

appellants. 

Joseph Schimmel, Washington, D.C., for the Commissioner 
of Patents. Jack E. Armore, Washington, D.C., of counsel. 

*1024 Before RICH, Acting Chief Judge, ALMOND, 
BALDWIN, and LANE, Judges, and RAO, Chief Judge, 
United States Customs Court, sitting by designation. 

BALDWIN, Judge. 

This appeal is from the decision of the Patent Office Board 
of Appeals which affirmed the rejection of all claims in 
appellants' application [FN1] as unpatentable under 35 
U.S.C. § 103. 

FN1. Serial No. 426,838, filed January 21, 1965, 
entitled 'Method and Apparatus for the Heat 
Treatment of Rail Welds.' 

THE INVENTION 

The application discloses a technique for controlling the rate 
of cooling of a weld between two sections of railroad rail 
and the apparatus for accomplishing the method 'without 
creating any disturbance in the railroad traffic' and 
'independently of the prevailing weather conditions.' The 
controlled heat treatment provided is alleged to result in a 
tough, crack-free weld having reduced internal stresses. 

Claims 1-6 are directed to the method, claim 1 being 
representative: 

1. A method for the heat treatment of a rail weld while the 
rail is in service which comprises directing at least one 
flame toward each side of the rail over at least a portion of a 
zone between the rail foot and the rail head only, and 
adjusting the intensity of the flames and the burning time 
thereof in accordance with the heat treatment desired. 

A preferred embodiment of the apparatus designed to carry 
out the disclosed technique is shown in the application 
drawing, figure 3 of which is reproduced below for 
illustration: 



(FIGURE OMITTED) 

**1090 The view is of a cross-section through the apparatus 
and a rail. As described by appellants (with numbering and 
explanation added by us for convenience), the apparatus 

*1025 includes a profile-free hood (2) which may be in two 
or more parts and which encloses the rail foot or base and 
the rail web (the central portion, between the rail foot or 
base and the top or head) to a point below the rail head, and 
which also encloses the rail over a portion of the length 
thereof. One or more burners (3) are mounted in the hood on 
each side of the rail. 

The apparatus advantageously includes a removable head 
cover or hood (7) which envelops the rail head and extends 
over a portion of the length thereof. * * * Warm air and 
gases rising from the heating chamber are absorbed by the 
hood, guided around the rail head, and laterally discharged 
after giving off their heat. 

Claims 7-1 1 are the apparatus claims, the broadest of which, 
claim 7 states: 

7. An apparatus for use in the heat treatment of a rail weld 
which comprises a hood adapted to enclose only the foot 
and web of a rail, and at least one burner mounted in the 
hood on each side of the rail. 

Claim 9 provides that the hood be made in two parts, and 
claim 8 includes the removable cover. Claims 10 and 11 
recite means for adjusting the burning time and intensity of 
the flames emitted by the burners. 

THE REJECTION 

The examiner finally rejected all of the claims as 
unpatentable under 35 USC 103 over a patent to Ronay. 
[FN2] This reference discloses a portable furnace, made in 
sections in order to fully enclose two members ('such as 
pipe, tubing, bars, rails, etc.') to be butt welded together 
while providing the heat necessary for welding. The heating 
element, or muffle, of the furnace is made of combustible 
material. The supply of gases to the muffle may be 
controlled in order to regulate the rate of combustion and, 
thereby, the intensity of the heat and the burning time. It 
was considered to be obvious 'in using the apparatus of 
Ronay' to enclose and heat only portions of the work piece. 
In the examiner's Answer, reference was made to a patent to 
Van Swaal, [FN3] which discloses apparatus, in a shape 
similar to appellant's head cover, with flame providing 
means attached thereto for flame treating rail heads in order 
to harden the rail surface. The reference was cited as an 
'example of heating only a portion of a rail'. 

FN2. U.S. Patent 3,074,704, issued January 22, 
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1963. 

FN3. U.S. Patent 2,882,191, issued April 14, 1959. 

The board found 'no reversible error in the conclusion of the 
examiner that the claims are unpatentable over the 
references.' However, in doing so, it was found necessary to 
elevate Van Swaal to the status of a reference fully relied 
upon to support the rejection and to take 'judicial notice' of 
certain additional facts. Breaking the claimed method down 
into separate elements, the board first took judicial notice of 
the fact 'that it is common practice to postheat a weld after 
the welding *1026 operation is completed' and held that 'to 
apply the heat to heat treat a weld does not distinguish 
patentably over Ronay, who applies heat to weld the parts 
together' or Van Swaal, who 'shows applying heat to a rail 
to heat treat the rail.' It was further stated 'that since Van 
Swaal shows directing the heat over a particular portion of a 
rail, it would be obvious to one skilled in the art to direct the 
flame over any desired portion of a rail.' Finally, judicial 
notice was taken 'of the fact that it is old to adjust intensity 
of a flame in accordance with the heat requirements.' 

With regard to the apparatus claims, the board relied on Van 
Swaal in deciding that 'to enclose a particular part of a rail 
and to direct heat thereto is without patentable significance.' 
Further **1091 noting that the 'removable cover' limitation 
of claim 8 was 'without patentable significance' and taking 
judicial notice of 'the fact that it is common practice to 
provide a weld with a cover during postheating,' and 
incorporating 'reasons pointed out in connection with claim 
1,' the board sustained the rejection of the claims drawn to 
the apparatus. 

OPINION 

Appellants' first argument on appeal emphasizes 'two basic 
concepts of the present invention, 1 the first being that the 
claimed invention 'relates to an arrangement wherein the 
rails of a railway way track are treated while in service, 1 the 
second being 'that only the zone between the rail foot and 
the rail head is heat treated 1 (emphasis appellants'). It is 
urged that none of the references relied upon shows or 
suggests these two 'fundamental features.' 

Appellant also contests the conclusions drawn by the Board 
of Appeals from the facts judicially noticed and, in addition, 
attacks the propriety of the board's taking such judicial 
notice, urging that the facts are 'not so notorious and well 
known that any court would be justified in taking judicial 
notice thereof 

The solicitor counters appellants' first argument by 
maintaining that the first concept was, in fact, considered 
when it was held obvious by the examiner, albeit without 
specific support 'to heat a rail while in service by merely 



enclosing a portion of the rail that has no vehicle thereon 1 
He alternatively asserts that, given the knowledge judicially 
noticed by the board, 

that 'rail blankets' may be employed to provide a cover when 

postheating welds * * *, it would require no stretch of 

imagination beyond the skill of the art to permit the passage 

of trains thereover with damage limited only to the cover * 
* * 

The second concept, the solicitor urges, which calls for the 
selective heating of only the rail web, is neither expressly 
disclosed nor found *1027 as a specific limitation in the 
claims. We are inclined to agree that appellants' arguments 
in this regard are not convincing of reversible error below. 

[ l ][2P][4] With regard to the attack on the 'judicial notice* 
by the board we must also agree with the solicitor's assertion 
that there is no real dispute as to the facts of which the 
board took notice. As to the propriety of the board's taking 
such notice at all, this court has already previously 
determined that the Patent Office appellate tribunals, where 
it is found necessary, may take notice of facts beyond the 
record which, while not generally notorious, are capable of 
such instant and unquestionable demonstration as to defy 
dispute. In re Knapp Monarch Co., 296 F.2d 230, 49 CCPA 
779 (1961). This rule is not, however, as broad as it first 
might appear, and this court will always construe it 
narrowly and will regard facts found in such manner with an 
eye toward narrowing the scope of any conclusions to be 
drawn therefrom. Assertions of technical facts in areas of 
esoteric technology must always be supported by citation to 
some reference work recognized as standard in the pertinent 
art and the appellant given, in the Patent Office, the 
opportunity to challenge the correctness of the assertion or 
the notoriety or repute of the cited reference. Cf. In re Cofer, 
354 F.2d 664, 53 CCPA 830 (1966); In re Borst, 345 F.2d 
851, 52 CCPA 1398 (1965). Allegations concerning specific 
'knowledge* of the prior art, which might be peculiar to a 
particular art should also be supported and the appellant 
similarly given the opportunity to make a challenge. See In 
re Spormann, 363 F.2d 444, 53 CCPA 1375 (1966). Where 
the appellant has failed to challenge a fact judicially noticed 
and it is clear that he has been amply apprised of such 
finding so as to have the opportunity to make such 
challenge, the board's finding will be considered conclusive 
by this court. **1092In re Perkins, 346 F.2d 981, 52 CCPA 
1501 (1965); In re Knapp Monarch Co., supra. 

[5] These aspects of judicial notice are primarily procedural, 
however, designed with the purpose in mind of fully 
utilizing the independent and specialized technical expertise 
of the Patent Office examiners while balancing the 
applicant's rights to fair notice and an opportunity to be 
heard. Equally important is the question of what role the 
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facts so found may play in the evidentiary scheme upon 
which a rejection of claims is based. Typically, it is found 
necessary to take notice of facts which may be used to 
supplement or clarify the teaching of a reference disclosure, 
perhaps to justify or explain a particular inference to be 
drawn from the reference teaching. The facts so noticed 
serve to 'fill in the gaps' which might exist in the evidentiary 
showing made by the examiner to support a particular 
ground for rejection. We know *1028 of no case in which 
facts judicially noticed comprised the principal evidence 
upon which a rejection was based or were of such 
importance as to constitute a new ground of rejection when 
combined with the other evidence previously used. 

[6] Looking at the facts of this case, we are constrained to 
hold that the manner in which the board treated the claims, 
combining the disclosures of the references with the new 
facts judicially noticed, amounted to a new ground of 
rejection. We consider the use of the Welding Handbook 
and the facts taken from it to have been in clear 
contravention of both the letter and the spirit of Patent 
Office Rule 196. [FN4] Calling the facts 'judicially noticed' 
does not change their effect. 

FN4. The pertinent part of Rule 196 is section (b) 
which reads: 

(b) Should the Board of Appeals have knowledge 
of any grounds not involved in the appeal for 
rejecting any appealed claim, it may include in its 
decision a statement to that effect with its reasons 
for so holding, which statement shall constitute a 
rejection of the claims. The appellant may submit 
an appropriate amendment of the claims so rejected 
or a showing of facts, or both, and have the matter 
reconsidered by the primary examiner. The 
statement shall be binding upon the primary 
examiner unless an amendment or showing of facts 
not previously of record be made which, in the 
opinion of the primary examiner, avoids the 
additional ground for rejection stated in the 
decision. The applicant may waive such 
reconsideration before the primary examiner and 
have the case reconsidered by the Board of 
Appeals upon the same record before them. Where 
request for such reconsideration is made the Board 
of Appeals shall, if necessary, render a new 
decision which shall include all grounds upon 
which a patent is refused. The applicant may waive 
reconsideration by the Board of Appeals and treat 
the decision, including the added grounds for 
rejection given by the Board of Appeals, as a final 
decision in the case. 

We here take judicial notice that it is not 
uncommon for the board itself to cite new 
references, in which case a new ground of rejection 



is always stated. 

[7] Nevertheless, regardless of whether the board actually 
invoked the rule or not, or that the rejection is stated in 
somewhat archaic language, the grounds for rejection are 
adequately clear. It is also not evident that appellants have 
been denied any of the procedural rights accorded them by 
Rule 196(b). Compare In re Hughes, 345 F.2d 184, 52 
CCPA 1 355 ( 1 965). Therefore, since appellants have raised 
no issue as to this point, we will treat the rejections as we 
consider them to have been made by the board. In re Miller, 
329 F.2d 1015, 51 CCPA 1 135 (1964). 

[8] As far as the method claims are concerned, we are 
satisfied that the board's rejection is sustainable. 
Considering the recited method in its entirety, we find no 
reason to disagree with the conclusion that what is claimed 
would be obvious in view of the prior art of record 
including the Handbook pages cited by the board. While it 
does not immediately follow that because the method is 
obvious, a particular means for carrying out that method is 
also obvious, we must conclude that, in this case, the same 
reasoning and references **1093 which were employed to 
show the method to be obvious were also properly used to 
reject the apparatus claims. The decision of the Board of 
Appeals is affirmed. 

*1023 Affirmed. 

*1028 RICH, Acting C.J., concurs in the result. 
424 F.2d 1088, 57 C.C.P.A. 1023, 165 U.S.P.Q. 418 
END OF DOCUMENT 
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United States Court of Customs and Patent Appeals. 
Application of Hector Alfons Vanden EYNDE et al. 
Patent Appeal No. 8934. 
July 19, 1973. 

Appeal from a decision of the Patent Office Board of 
Appeals, Serial No. 471,437, sustaining rejection of claims 
16-21 of application for patent as based on a specification 
which failed to satisfy requirements of specification statute. 
The Court of Customs and Patent Appeals, Lane, J. } held 
that Board should have permitted evidence which was 
advanced in rebuttal of Board's newly advanced position, 
and that specification was not insufficient for failure to 
teach how to use the pyrazoline-one color couplers. 

Case remanded. 

West Headnotes 

[11 Patents €>=>101(5) 

29 1 k 1 0 1 (5) Most Cited Cases 

Statutory requirement of specificity in relation to patent 
application is fulfilled where one possessed of the 
knowledge had by one skilled in the art could use the 
invention given the specification disclosure without undue 
experimentation. 35 U.S.C.A. § 1 12. 

|2| Patents €=>101(5) 

29 1 k 1 0 1 (5) Most Cited Cases 

[2| Patents £=H04 

29 lk 104 Most Cited Cases 

A patent applicant may offer evidence, such as patents and 
publications, to show the knowledge possessed by those 
skilled in the art and thereby establish that a given 
specification disclosure is enabling; in such a situation it is 
the knowledge possessed by those skilled in the art as of the 
filing date that is of relevance. 35 U.S.C.A. § 1 12. 

[31 Patents 0^101(5) 

291k 101(5) Most Cited Cases 
(Formerly 29 lkl 101(5)) 

[3] Patents €>=>104 

29 lkl 04 Most Cited Cases 

When a patent examiner initially turns to an application he 
may properly lodge a rejection of a claim as based upon a 
specification which is not in compliance with specification 
statute, if it appears reasonable to conclude that one skilled 



in the art would have been unable to use the invention at the 
time the application was filed, and when that conclusion is 
reasonable the burden is on the applicant to rebut it if he 
can. 35 U.S.C.A. § 112. 

[41 Patents C»104 

29 lkl 04 Most Cited Cases 

A patent applicant must be permitted to respond to a 
position assumed by patent examiner or by the Patent Office 
Board of Appeals, but the response must be timely; if an 
applicant fails to challenge the examiner's conclusion 
regarding enablement, or failsto do so in timely fashion, the 
rejection stands. 35 U.S.C.A. § 112. 

[5| Patents O=>104 

29 lkl 04 Most Cited Cases 

Evidence submitted by patent applicant in response to a 
rejection on grounds set forth in specification statute is not 
timely at any point during prosecution because the examiner 
or Board of Patent Appeals could have located such 
evidence; it is the applicant's responsibility to prove in 
timely fashion that a prima facie reasonable conclusion of 
nonenablement is in fact unreasonable in view of the state of 
the art. 35 U.S.C.A. § 112. 

[61 Evidence €»19 

157k 19 Most Cited Cases 

Facts constituting the state of the art in a patent case are 
normally subject to the possibility of rational disagreement 
among reasonable men, and are not amenable to the taking 
of judicial or administrative notice. 

[7| Patents €^104 

291kl04 Most Cited Cases 

Where Board of Patent Appeals advances a position or 
rationale new to the proceedings, as it is empowered to do, 
applicant for patent must be afforded an opportunity to 
respond to that position or rationale by the submission of 
contradicting evidence, and refusal of the Board to consider 
evidence which responds to such a new rationale is error. 

[8| Patents €»104 

291k 104 Most Cited Cases 

Position of Board of Patent Appeals as to role of certain 
reference, consisting of a treatise on photographic 
chemistry, in establishing state of the art was not itself a 
new rationale which justified the submission of additional 
evidence by applicants for patent, where the Board 
originally decided the appeal on the record before it, and 
where the certain reference was the only reference material 
which applicant had offered up to that point, so that Board 
did not err in refusing to consider later-filed evidence on 



Copr. © West 2002 No Claim to Orig. U.S. Govt. Works 



480 F.2d 1364 

178 U.S.P.Q. 470 

(Cite as: 480 F.2d 1364) 



Page 2 



that issue. 

[9| Patents €>=>104 

291kl04 Most Cited Cases 

Where Patent Office Board of Appeals clearly went off on 
its own in considering differences between reaction 
environment set forth in reference of applicants for patent 
and reaction environment of another patent, and where 
applicants offered evidence allegedly showing prior art use 
of the other patent conditions in hydrazine-to-color coupler 
reactions, applicants might have convinced Board, by 
demonstrating that both the reference and the patent reaction 
conditions were known prior to filing, that at time of filing 
one skilled in the art would not have had reason to doubt the 
efficacy of the environment set forth in the reference, and 
Board should not have refused to consider that evidence in 
rebuttal of Board's newly advanced position. 

[10] Patents €*=>101(8) 

29 1 k 1 0 1 (8) Most Cited Cases 

[101 Patents €=>104 

291kl04 Most Cited Cases 

Where color couplers were, in general, unquestionably 
well-known materials, and utility for color couplers per se 
did not have to be separately established, applicants for 
patent entitled "Fluoro-Alkylhydrazines and Process for the 
Preparation Thereof." did not have to demonstrate how to 
use the color couplers, and Board of Patent Appeals erred to 
the extent that it agreed with examiner that specification of 
applicants was insufficient for failure to teach how to use 
the pyrazoline-one color couplers. 35 U.S.C.A. § 1 12. 

Patents €=>328(2) 

291k328(2) Most Cited Cases 

3,462,270. Cited. 

*1365 Alfred W. Breiner, Arlington, Va., attorney of record, 
for appellants. 

*1366 S. Wm. Cochran, Washington, D. C, for the 
Commissioner of Patents. Raymond E. Martin, Robert D. 
Edmonds, Washington, D. C, of counsel. 

Before MARKEY, Chief Judge, RICH, BALDWIN and 
LANE, Judges, and ALMOND, Senior Judge. 

LANE, Judge. 

This appeal is from the decision of the Patent Office Board 
of Appeals, adhered to on reconsideration, sustaining the 
rejection of claims 16-21 of appellants' application [FN1] as 
based on a specification which fails to satisfy the 



requirements of the first paragraph of 35 U.S.C. § 1 12. We 
remand this case to the board for the reasons and purposes 
hereafter set forth. The most difficult aspect of this appeal is 
the determination of the propriety of the board's refusal to 
consider certain patents and publications submitted by 
appellants subsequent to the board's original decision as an 
accompaniment to a request for reconsideration. To fairly 
explain the issues before us and our resolution of them, we 
initially recount the positions of the principals as developed 
below. 

FN1. Serial No. 471,437 filed July 12, 1965, 
entitled "Fluoro- Alkylhydrazines and Process for 
the Preparation Thereof" 

THE PROCEEDINGS BELOW 
The Invention 

The claims on appeal are all chemical compound claims. 
Claim 1 6 defines the genus and reads as follows: 

16. A fluoro-alkyl hydrazine corresponding to the 

following formula: 

(X-CF sub2 ) subn -CH-NH-NH sub2 
R 

wherein: 

X is a member of the group consisting of a hydrogen atom 
and a fluorine atom, 

R is a member of the group consisting of a hydrogen 

atom, lower alkyl or phenyl, and 

n is a positive integer from 1 to 25 inclusive. 

The specification characterizes the invention as relating to 
"new fluoro- alkylhydrazines" and "[m]ore particularly," "a 
process for the preparation thereof" Indeed the specification 
for the most part discusses the manner of making the 
claimed compounds. As for utility, the specification states 
the following: 

The fluoro-alkyl hydrazines, according to the present 
invention are important starting materials for the synthesis 
of several organic compounds such as 1- 
fluoroalkyl-2-pyrazoline-5-one colour couplers, which form 
magenta azomethine dyes on colour development of 
exposed light-sensitive silver halide materials with aromatic 
primary amines. 

Proceedings Before The Examiner 

That statement of utility was the focus of the examiner's 
rejection of the claims first under both sections 101 and 112, 
and later under section 1 1 2 alone. The examiner considered 
the statement "vague and indefinite," and generally regarded 
it as insufficient to teach one skilled in the art how to use 
the claimed invention. The examiner questioned the manner 
in which the claimed hydrazines could be converted to color 
couplers and the manner in which the so-formed couplers 
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could be used to yield magenta dyes on color development. 

Appellants contended that one skilled in the relevant art 
would have been able to make color couplers from the 
hydrazines and would have known how to use the couplers 
in color development. Appellants generally argued that the 
utility requirements and all disclosure requirements of the 
patent laws were satisfied. 

At one point during prosecution, appellants introduced a 
page of a treatise on photographic chemistry by Glafkide, 
[FN2] *1367 the relevant portion of which reads as follows: 

FN2. Glafkide, Photographic Chemistry, vol. II, 
page 601, Fountain Press (London 1960). 

(d) Pyrazolines. These magenta couplers with the 
structure 

jr.,^ C R are very widely used for colour 

'r i! 

lN 



Before 



Ar 



films. 



The pyrazolones are prepared by hot condensation of a 
phenylhydrazine Ar-NH-NH sub2 with a keto compound 
such as acetoacetic ester CH sub3 -CO-CH sub2 -CO-O-C 
sub2 H sub5 in the presence of water and alcohol. They are 
insoluble in water, but soluble in caustic soda. Their 
sulphonated derivatives are soluble. 

The simplest coupler is \-phenyl-3-methyl-5-pyrazolone. 
The aryl sulphonated compound is prepared from 
sulphophenylhydrazine. With diethyl-p-phenylene diamine, 
a magenta dye is obtained with the formula: 



\ 



\ / 

H 

/- 

Y 

coupling, the keto group -CO-CH sub2 - is isomerized to the 
enol form- C(OH)< CH-. 

Appellants stated that: 

[Glafkide] teaches the "classical" method of producing 
magenta color couplers with a pyrazolone structure by 
means of the hot condensation of a hydrazine with a 
carbonyl containing compound such as a substituted 
acetoacetic ester. Thus, the method of converting the 
fluoroalkyl hydrazine of the present invention to 
l-fluoroalkyl-2-pyrazoline-5-one color couplers is well 
known in the art. 

The examiner first commented on Glafkide in his Answer 
stating: 

The Glafkide publication does disclose the reaction of a 
phenylhydrazine with a keto compound to give a 
pyrazolone which then couples a primary aromatic amine 
to give a magenta azomethane compound, but the instant 
hydrazines are not phenylhydrazines and there is no 
assurance that the instant hydrazine would so react or 
what the reaction conditions would be. [Emphasis in 
original.] 

The examiner continued to hold that the specification 
disclosure of utility is insufficient, although he limited the 
basis of the rejection to the first paragraph of § 112. 

In a reply brief following the Examiner's Answer, appellants 
expressly acknowledged the examiner's comment regarding 
the Glafkide publication. Appellants argued: 
This statement would have greater significance if not for 
the expressed and implied indication by appellants that 
the conditions used with a phenylhydrazine when applied 
to the fluoroalkyl-hydrazines will result in a useful 
product. 

Proceedings Before The Board 
The board quoted the statement of utility appearing in 
appellants' specification and phrased the appellants' position 
as follows: 
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It appears to be appellants' view that, in the light of the 
Glafkide publication, one having ordinary skill in the art 
would know how to use the claimed compounds as 
starting materials to produce the l-fluoroalkyl-2- 
pyrazoline-5-one compounds, and furthermore would 
know how to employ the latter for the suggested purpose 
in photographic emulsions, all without further disclosure 
than that quoted above. 

*1368 The board agreed with the examiner's view of 

Glafkide stating: 
We note * * * that the starting hydrazines and compounds 
produced by the Glafkide publication are different from 
those which would be employed and produced according 
to appellants' suggestion, in that they have aryl groups in 
place of the fluoroalkyl groups. We do not find that one 
skilled in the art would be able to predict with certainty 
that the fluoroalkyl compounds would react identically 
and under the same conditions as the aryl compounds of 
Glafkide, nor is there evidence in the record that they in 
fact do so. 

In support of this conclusion the board made reference to a 
patent [FN3] (hereafter the Eynde patent) issued on an 
application [FN4] (hereafter the Eynde application) filed by 
appellants on July 14, 1965, two days subsequent to the 
filing date of the application involved in this appeal. The 
Eynde patent discloses in detail the manner of using the 
fluoroalkyl hydrazines to form color couplers and the use of 
such couplers in color development. 

FN3. U.S. Patent No. 3,462,270 issued August 19, 
1969. 

FN4. Serial No. 472,017. 

It was presumably intended that the Eynde application be 
filed concurrently with the present application, and the 
present specification as originally filed made express 
reference to the Eynde application for a disclosure of the 
preparation of color couplers. However, the Eynde 
application was filed later for one reason or another, and 
reference thereto was deleted from the present application. 
The board was therefore aware of the Eynde patent which 
matured from the Eynde application and of the fact that 
appellants contemplated the methods disclosed therein as 
the means for converting the fluoroalkyl hydrazines to color 
couplers. 
The board held as follows: 

We note that in * * * [the Eynde patent] the conditions 
actually used are not the same as in the publication. The 
patent in all cases conducts the reaction in the presence of 
acetic acid; the reference employs a hot condensation in 
the presence of water and alcohol. It therefore is not even 
apparent from the record before us that the claimed 
compounds can in fact be used in the same manner as the 



known compounds of Glafkide * * *. Nor do we find that 
it would have been obvious that the fluoroalkyl 
pyrazoline-5-one compounds would be usable in the same 
manner in photographic compositions. * * * At the most, 
it might appear "obvious to try" the reactions and 
conditions indicated by the Glafkide publication upon 
appellants' novel hydrazine compounds, but this does not 
appear to be the standard by which sufficiency of 
disclosure under the first paragraph of 35 U.S.C. 112 is 
determined. We will therefore sustain the rejection for 
lack of sufficient disclosure of how to use the compounds. 

We observe at this point that the examiner had not based his 
conclusions on the differences between the Eynde patent 
reaction environment and that disclosed in Glafkide. That 
was clearly a rationale new to the proceedings. We cannot 
ascertain the extent to which the board's rationale influenced 
its affirmance. For example, we do not know whether the 
board considered it an alternative basis for affirmance or 
whether the board regarded it is providing essential support 
to the examiner's reasoning. 

Appellants filed a request for reconsideration of the decision 
of the board accompanied by a number of patent and 
publication references offered for the purpose of 
demonstrating the knowledge possessed by those skilled in 
the art. The board noted that the references were not "urged 
upon [it] in the brief," and since the references were not of 
record prior to the board's original decision, the board 
refused to consider them. *1369 The board adhered to its 
original decision. 

In response to the board's refusal to consider the reference 
material, appellants contended that the board erred in its 
assessment of appellants' position, noted above, to the effect 
that "in the light of the Glafkide publication," one skilled in 
the art would have known how to use the claimed 
compounds. Appellants justified the submission of 
additional reference material as follows: 
Appellants asserted and assert that having the teaching of 
the specification, one s failed in the art of photographic 
chemistry would be able to employ the invention in light 
of the disclosure of utility at page 3 of appellants' 
specification. The Glafkide reference was referred to as 
being exemplary of what was known and available to the 
skilled photographic chemist. It was not intended to be a 
summary of the only knowledge known and available to 
the skilled photographic chemist. Appellants, in their 
Petition for Reconsideration, referred to the numerous 
other patents and publicationfs] to clearly establish the 
host of art in this area. This is art which was available to 
the Examiner in the Patent Office and to the Board of 
Appeals to determine what knowledge was available to a 
skilled photographic chemist. This art could have been 
obtained merely by calling an examiner in Group 160, the 
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art unit responsible for examining photographic cases. 

An applicant is presumed to have all prior art before him at 
the time he makes an invention. It is submitted that it is not 
too much for an applicant to ask that the examiner and the 
Board of Appeals be held to the same standard, with it being 
presumed that all the pertinent art was available to the 
Examiner. [Emphasis in original.] 

The Positions of the Parties on Appeal 

The solicitor states that the rejection here involved is based 
on the "how-to- use" requirement of the first paragraph of 
section 112. It is emphasized to the court that the truth of 
the assertions that the fluoroalkyl hydrazines can be 
converted to pyrazoline-one color couplers and that such 
color couplers function in the manner described in the 
specification is not here questioned. Rather, the gist of the 
rejection is said to be that one skilled in the art would not 
have known how to so utilize the claimed compounds, at 
least in the absence of probative evidence to the contrary. 

The solicitor urges that the board correctly refused to 
consider the reference material submitted after its decision. 
He observes that the board agreed with the examiner that 
Glafkide is insufficient since directed to /?/*e/7y/hydrazines, 
and he argues that none of the references subsequently filed 
bears directly on the additional point raised by the board 
respecting the differences between the Glafkide and Eynde 
patent reaction environment conditions. The solicitor 
concludes that the board made no new factual assumptions 
the rebuttal of which might justify considering additional 
reference material. 

Appellants contend that the claimed compounds have utility 
and that one skilled in the art would know how to use them 
given the specification statement of utility. Appellants 
additionally contend that Glafkide demonstrates the manner 
in which the claimed compounds can be used. They argue 
that as a matter of fact, the phenyl portion of the Glafkide 
structure, like the fluoroalkyl group of their own compound, 
is not involved in the pyrazoline-one-forming reaction. 

Appellants assert that in any event the additional reference 
material clearly establishes that at the time the present 
application was filed, the level of skill in the pertinent art 
was such that the manner of using the compounds would 
have been apparent. It is appellants' position that a "new 
rationale" of the board prompted the submission of that 
material and that In re Moore, 444 F.2d 572, 58 CCPA 
1340, 170 USPQ 260 (1971) is authority for the proposition 
that the *1370 board should have considered it. 
Alternatively, they ask this court to take judicial notice of 
those prior patents and publications. 

OPINION 



The "How-to-Use" Requirement 

D][2] We accept the solicitor's view that the rejection 
before us is based solely on the "how-to-use" requirement of 
§ 1 12. The first paragraph of § 112 requires in pertinent part 
that: 

The specification shall contain a written description * * * 
of the manner and process of * * * using * * * [the 
invention] in such full, clear, concise, and exact terms as 
to enable any person skilled in the art * * * to * * * use 
the same * * *. 

That statutory requirement is fulfilled where one possessed 
of the knowledge had by one skilled in the art could use the 
invention given the specification disclosure without undue 
experimentation. A patent applicant may offer evidence, 
such as patents and publications, to show the knowledge 
possessed by those skilled in the art and thereby establish 
that a given specification disclosure is enabling. See, e. g., 
Martin v. Johnson, 454 F.2d 746, 59 CCPA - (1972). In 
such a situation, it is the knowledge possessed by those 
skilled in the art as of the filing date that is of relevance. See 
Tummers v. Kleimack, 455 F.2d 566, 568, 59 CCPA -, - 
(1972). 

[3] When an examiner initially turns to an application, he 
may properly lodge a rejection of a claim as based upon a 
specification which is not in compliance with § 112, first 
paragraph, if it appears reasonable to conclude that one 
skilled in the art would have been unable to use the 
invention at the time the application was filed. When that 
conclusion is reasonable, the burden is on to the applicant to 
rebut it, if he can, such as by offering evidence as discussed 
above. See, e. g., In re Gardner, 475 F.2d 1389 (CCPA 
1973). 

[4] It is clear that an applicant must be permitted to respond 
to a position assumed by the examiner or the board. 
However, the response must be timely. If an applicant fails 
to challenge the examiner's conclusion regarding 
enablement, or fails to do so timely, the rejection stands. 

[5] [6] We reject the contention advanced by appellants that 
evidence submitted by an applicant in response to a § 112 
rejection is timely at any point during prosecution because 
the examiner or board could have located it. We adhere to 
the view that it is the applicant's responsibility to prove that 
a prima facie reasonable conclusion of nonenablement is in 
fact unreasonable in view of the state of the art. Orderly and 
logical examining procedure compels that view. Moreover, 
we reject the notion that judicial or administrative notice 
may be taken of the state of the art. The facts constituting 
the state of theart are normally subject to the possibility of 
rational disagreement among reasonable men and are not 
amenable to the taking of such notice. If evidence of the 
knowledge possessed by those skilled in the art is to be 
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properly considered, it must be timely injected into the 
proceedings. 

[7] We do agree with appellants that where the board 
advances a position or rationale new to the proceedings, as 
it is empowered to do and quite capable of doing, the 
appellant must be afforded an opportunity to respond to that 
position or rationale by the submission of contradicting 
evidence. This court so held in In re Moore, supra, and we 
expressly reaffirm that view. The board's refusal to consider 
evidence which responds to such a new rationale is error. 

The Board's Refusal to Consider the Evidence in This Case 

Appellants in this case strenuously and primarily asserted 
that the board misconstrued the import of the submission of 
the Glafkide reference during prosecution before the 
examiner. They *1371 argued that the board treated 
Glafkide as the only evidence of the state of the art whereas 
they intended it as merely exemplary of many patents and 
publications in the field of photographic chemistry. In 
appellants' view, the position of the board as to the role of 
Glafkide in establishing the state of the art was itself a new 
rationale which justified the submission of additional 
evidence. 

Appellants' contention is untenable. The board originally 
decided the appeal on the record before it. Glafkide was the 
only reference material which appellants had offered to that 
point. 

[8] In discussing the submitted material in the request for 
reconsideration, appellants pointed to disclosures which 
allegedly tend to support the view that those skilled in the 
art would have considered the reaction of a phenylhydrazine 
to form a pyrazoline color coupler to be directly applicable 
to the conversion of a fluoroalkyl hydrazine contrary to the 
examiner's and board's belief. Appellants were confronted 
with this argument in the Examiner's Answer and expressly 
acknowledged it, and attempted to answer it, in a reply 
brief. If there is evidence to support their position, 
appellants should have presented it at that point. The board 
did not raise that issue, and we agree with the solicitor that 
there is no basis in the board's decision for a justification for 
the submission of evidence on that issue after the board's 
decision. The board did not err in refusing to consider the 
laterfiled evidence to that extent. 

[9] However, the board clearly went off on its own in 
considering the differences between the Glafkide reaction 
environment and the Eynde patent reaction environment. 
Appellants offered evidence allegedly showing the prior art 
use of the Eynde patent conditions in hydrazine-to-color 
coupler reactions. By demonstrating that both the Glafkide 
and Eynde patent reaction conditions were known prior to 
filing, appellants might have convinced the board that at the 



time of filing, one skilled in the art would not have had 
reason to doubt the efficacy of the Glafkide environment. 
We disagree with the solicitor's analysis of the evidence 
offered on this point, and we conclude that the board did 
commit error in refusing to consider that evidence in 
rebuttal of the board's newly advanced position. 

The Manner of Using the Color Couplers 

[10] Thus far in our opinion we have not mentioned the 
board's findings with respect to the manner of using the 
color couplers. We agree that in order for the specification 
to be enabling in the sense of § 112, one skilled in the art 
would have to have been able to use the claimed hydrazines 
in the manner asserted in the specification, i. e., as a starting 
material for the synthesis of color couplers. However, color 
couplers are, in general, unquestionably well known 
materials, and utility for color couplers per se need not be 
separately established. We accordingly see no necessity for 
appellants to demonstrate how to use the color couplers. 
Given that the claimed compounds are useful in the 
manufacture of products having known utility, appellants' 
specification is sufficient if it enables one skilled in the art 
to make those products. We accordingly hold that the board 
was also in error to the extent that it agreed with the 
examiner that the specification is insufficient for failure to 
teach how to use the pyrazoline-one color couplers. 

The Remand 

We have made two findings of error which seriously 
undermine the decision of the board. We have found that the 
board erroneously refused to consider evidence allegedly 
bearing on its new rationale and that it erroneously regarded 
inquiry into the manner of using products obtained by 
reaction of the claimed compounds as proper. We remand 
this case to the board for action not inconsistent with these 
findings or this opinion in general. 

Remanded. 

480 F.2d 1364, 178 U.S.P.Q. 470 
END OF DOCUMENT 
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